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INDUSTRIAL PROPERTY RIGHTS AND FOREIGN TRADE! 


By Vincent D. Travaglini* 


The United States Department of Commerce is charged by 
statute with fostering, promoting and developing the foreign and 
domestic commerce of the United States. Major responsibility for 
the direct promotion of international trade rests with the Depart- 
ment’s Bureau of Foreign Commerce. To this end, the BFC pro- 
vides information and advisory services to American business 
concerns in the conduct of their foreign trade and investment 
operations. What follows is a brief description of those services, 
with particular reference to aspects of special interest to the 
patent and trademark bar; mention is also made of remedies avail- 
able from other sources for some of the problems involved. It 


should be emphasized that the Bureau does not provide legal 
advice, but recommends that inquirers consult counsel in all ap- 
propriate cases. 


Industrial Property Rights 


United States producers and exporters, small as well as large, 
have a special interest in protecting their patent and trademark 
rights abroad. Certain products can be exported profitably only 
if the manufacturer is confident that his trademark, trade names, 
labels, designs, and technical know-how will not be copied without 
his permission. Likewise, licensing agreements and other foreign 
production arrangements are premised on adequate protection for 
private rights in patents and trademarks. 

The BFC’s activities in furthering the protection abroad of 
American industrial property rights may be considered under 
three general headings: First, providing information on foreign 
laws, regulations and practices affecting patents, trademarks and 





t 800.—OTHER STATUTES. 
* Chief, Industrial Property Rights Section, Bureau of Foreign Commerce, U.S. 
Dept. of Commerce; Member of the District of Columbia Bar. 
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copyrights ; second, helping U.S. firms to prevent foreign copying 
and unfair trade practices; and third, filing informal protests 
igainst applications to register abroad as trademarks terms that 


as 
are considered generic in this country. 


Patent and Trademark Laws 

BFC provides on request copies of the patent and trademark 
legislation of most foreign countries. In most cases translations 
can be provided. This material is available on loan. In cases where 
the BFC does not have a requested law, efforts are made to get it. 

In some instances where the Bureau does not have the full 
text of laws, it may have helpful information on its files such as 
reports of current developments in the laws and regulations affect- 
ing industrial property rights. 

A publications program is also carried on, consisting of brief 
summaries of industrial property legislation of foreign countries. 
They are usually published under a title such as “The Patent and 
Trademark Regulations of (name of country).” The studies are 
descriptive rather than analytical and no attempt is made to assess 
the law under reference except in very general terms. These pub- 
liecations, issued in Part 2 of the World Trade Information Service, 
are available from the Superintendent of Documents, U.S. Gov- 
ernment Printing Office, Washington 25, D.C., or from the De 
partment of Commerce in Washington, or through any of the 33 
Field Offices of the Department of Commerce, at 10 cents a copy. 

About 30 of these studies have appeared, the most recent ones 
on the new Japanese legislation which became effective in April 
1960, and on the industrial property laws of Uruguay. A study 
of Swedish legislation is in preparation. A collection of materials 
of general interest on foreign licensing has been published under 
the title of “Licensing Abroad.” Copies are available from the 
U.S. Department of Commerce in Washington or its Field Offices 
on loan. Scheduled for early publication is a listing of official 
Government patent and trademark offices throughout the world. 


Unauthorized Copying 


In addition to providing information on foreign patent and 
trademark laws and regulations, the BFC, in cooperation with the 
U.S. Foreign Service, undertakes to investigate and report on 
unauthorized foreign copying of U.S. designs. The typical situa 
tion is one in which an American manufacturer finds that a product 
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of foreign manufacture which imitates his own has appeared in 
the United States or some third country and is being marketed 
at a price which he finds impossible to meet. The complainant 
believes the foreign product, its label, packaging or advertising, 
to be a copy of his own and therefore to infringe on his rights. 

No description of the procedure followed can be given which 
will apply to all cases. However, it may be possible to bring the 
facts to the attention of the U.S. Foreign Service post at the place 
where the foreign imitation is believed to have originated. In an 
appropriate case the post may be able to assist in obtaining in- 
formation which would be helpful to the complaining firm. 

Before this can be done, it is necessary that certain informa- 
tion and documents be furnished. If available, a sample of the 
foreign item and the American product should be supplied, both 
in their original packages. Photographs may be suitable. A copy 
of the American firm’s U. S. patent or trademark and foreign 
registration, if any, should also be furnished. If the U. S. patent 
or trademark has been litigated and upheld, a copy of the sus- 
taining judgment offers valuable support. The name and address 
of the foreign producer is helpful. 

Complaints registered by American firms from time to time 
have involved many types of merchandise originating in many 
different countries. In general, the articles involved are, under- 
standably, likely to be of a nature which lend themselves to quick, 
easy and inexpensive copying. Consumer goods appear to be the 
most susceptible to unauthorized copying, with less serious prob- 
lems attending items technically more complex, although cases 
have been reported in the latter category too. 

A list of places where alleged unauthorized copying has been 


complained of would include countries in every part of the world; 


some recent instances reportedly took place in Burma, Chile, 
Germany, Hong Kong, Iran, Italy, Japan, Korea, Thailand and 
the United Kingdom, among others. As a general rule good co- 
operation is received locally in effecting an amicable adjustment 
of the difficulty. Particularly noteworthy in this regard have been 
the Japanese authorities. They are aware of the harmful effect 
that unfair business methods can have and industry also recog- 
nizes the importance which this problem plays in the development 
of Japan’s export trade. In view of this it may be of interest to 
describe briefly what Japan has done, as its experience might 
serve as a model. 
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One of the methods of affording protection against copying 
is through the Export Trade Control Order (Cabinet Order No. 
378 of December 1, 1949, as amended), under which the Japanese 
Ministry of International Trade and Industry (MITI) has dis- 
cretionary powers to stop the export of goods likely to infringe 
on proprietary rights registered in the market of destination. 

Japan has established and has in operation three design cen- 
ters: The Textile Color Design Center in Osaka; the Pottery 
Design Center in Nagoya; and the Japan Sundry Center in Tokyo. 
The operation and methods used by these design centers to foster 
design research and to prevent exports of copied products vary, 
but in general Japan’s exports of textiles, chinaware, and certain 
sundry commodities must be approved by these design centers 
before MITI will grant an export license. 

The Export Goods Design Law (Law No. 106 of April 6, 1959), 
became effective October 1, 1959. It provides a legal basis for the 
operation of design centers and enables them to prevent the export 
of Government-designated goods whose designs infringe industrial 
property rights or are “widely known” in Japan or in countries of 
destination.’ Previously, exports could be prevented only of goods 
which infringed on proprietary rights held in countries of desti- 
nation. 

In addition a New Patent Law which came into force in Japan 
April 1, 1960 offers improved protection against copying. Perhaps 
the most important change had to do with the standard of novelty 
required of an invention. Heretofore, the only prior art which was 
considered by the Patent Agency were prior Japanese patents, 
publie knowledge in Japan, public use in Japan, and description 
in publications circulated in Japan. The new legislation redefines 
the test of patentability so as to exclude inventions previously 
mentioned in a publication circulated in a foreign country. A 
similar revision was made in the Utility Model Law and the Design 
Law. These revisions should help to suppress pirating of inven- 
tions and designs from foreign publications and prevent their 
registration in Japan.’ 








1. “Widely known” is understood to refer to goods whose designs have not been 
registered under the appropriate laws but are generally recognized as belonging to a 
particular company or individual. 

2. Summaries of the Japanese legislation mentioned are contained in Patent and 
Trademark Regulations of Japan, World Trade Information Service, Part 2, No. 60-40, 
August 1960. Translations of the texts of the laws are available on loan from the BFC. 
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Not all cases of infringement or copying can be satisfactorily 
adjusted. However, there are many instances on record of piracy 
being stopped by timely action. Some recent cases in which 
corrective action was obtained involved unauthorized use of an 
American-owned trademark on foreign-made knitwear, copying of 
TV electric accessories, copying of designs for induction billet 
heaters, export to the United States of ski toe pieces which in- 
fringed a U.S. registered patent, unauthorized manufacture and 
export to the United States of patented and trademarked hand- 
grip wrenches, imitation of laminating equipment, unauthorized 
use of service mark on baseball equipment made abroad, imitation 
of patented plastic coin purse, and imitation of U.S.-made drawing 
and lettering equipment. 

From time to time complaints are received that merchandise 
and packaging of foreign origin which imitate American products 
or packages are being shipped to third countries, thus competing 
unfairly with American exports to that third country. Whether 
any substantial help can be provided in these circumstances de- 
pends, of course, on the legal situation in the countries concerned 
and the degree of cooperation which may be forthcoming from the 
local manufacturer, exporter or importer, and governmental au- 
thorities. Occurrences of this kind coming to the attention of the 
BFC are reported to the American firm whose property rights 
appear to be violated, but further investigation is usually deferred 
until the American firm expresses a desire to have the matter 
followed up. 

Neither the BFC nor the Foreign Service can become involved 
in conflicts between two American firms. Therefore, requests for 
assistance cannot be serviced if they involve steps against the 
interests of a competing American firm. 


Other Remedies 


There are several U.S. statutes—some aimed expressly at un- 
fair trade practices in the import trade and others applicable to 
unfair trade practices in general but including imports in their 
seope—which may be helpful in affording protection against for- 
eign copying and misleading labeling or indication of country of 
origin. 

Section 337 of the Tariff Act of 1930, as amended (46 Stat. 
703, 54 Stat. 724, 72 Stat. 679, 19 U.S.C. 1337, 1337(a)), authorizes 
the United States Tariff Commission to investigate alleged unfair 
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methods of competition and unfair acts in the importation of 
articles or in the sale of imported articles in the United States. 
When the effect or tendency of such methods or acts is to destroy 
or substantially injure a domestic industry efficiently and eco- 
nomically operated, or to prevent the establishment of an industry, 
or to restrain or monopolize trade and commerce in the United 
States, the articles involved may upon recommendation of the 
Commission and order of the President, be excluded from entry 
into the United States. 

Neither section 337 of the Tariff Act of 1930, as amended, 
nor any other Federal statute expressly prohibits the importation 
of articles which violate patent rights as such. However, articles 
manufactured abroad in accordance with the claims of a United 
States patent have been excluded from entry into this country 
under certain conditions pursuant to the authority of section 337. 
The importation and domestic sale without license from the patent 
owner of an article manufactured abroad in accordance with the 
invention disclosed in a United States patent that has not expired 
or been adjudicated invalid has been held to constitute one type 
of “unfair method of competition or unfair act” for the purposes 
of section 337. 

Complaints of alleged violation of section 337 looking to in- 
vestigations for the purposes of section 337 are filed with the 
Tariff Commission, and they must comply with the applicable rules 
of the Commission before they will be aecepted. Part 203 of the 
Commission’s Rules of Practice and Procedure (19 CFR 203) 
relates to investigations under section 337. 

For a fee of $100, the Bureau of Customs will, for a period 
of 60 days, furnish the names and addresses of importers of 
articles appearing to infringe a registered patent. This service 
is available to persons and firms who have complained to the 
Tariff Commission under section 337, or have filed suit for patent 
infringement or intend to do so. Where the information is fur- 
nished for a second period of 60 days, an additional fee of $100 
is collected. (Customs regulations, section 24.12(a)(3).) 

It is the general rule of the United States customs laws that 
each imported article produced abroad must be legibly marked 
in a conspicuous place with the name of the country of origin in 
English, in order to show the ultimate purchaser in the United 
States the name of the country in which the article was manu- 
factured or produced. Certain articles are exempted from this 
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rule, although with a few exceptions even exempted articles must 
have the outermost containers in which such articles ordinarily 
reach the ultimate purchaser in the United States marked to in- 
dicate in English the name of the country of origin. If there is 
reason to believe that articles are being imported in violation of 
this requirement, the matter should be called to the attention of 
the Commissioner of Customs, Washington 25, D. C. 

Section 42 of the Trademark Act of 1946 (60 Stat. 440) 
provides that no article of imported merchandise which bears a 
name or mark calculated to induce the public to believe it was 
manufactured in the United States shall be admitted to entry at 


any customhouse in the United States. Section 42 also prohibits 
the importation of merchandise bearing a mark or name which 
copies or simulates a trademark or trade name recorded in the 


Treasury Department, unless such merchandise is imported by 
or for the account of the owner of the protected trademark or 
trade name. The procedure for recording trademarks is set forth 
in section 11.15 of Customs regulations. Offending merchandise is 
subject to detention and possibly seizure and forfeiture by the 
customs authorities (Sec. 11.17 Customs regulations). 

Section 43 of the Trademark Act prohibits the entry of goods 
marked or labeled with a false designation of origin or with any 
false description or representation. Pursuant to this provision, 
Customs has ruled that when an article bears the name and address 
of an American concern, the name to indicate the country of 
origin must be placed in close proximity and be equally con- 
spicuous and legible. 

Section 106, Title 17, United States Code, prohibits the im- 
portation of articles bearing a false notice of copyright when 
there is no copyright thereon in the United States, or of any 
piratical copies of any work copyrighted in the United States. 
Such articles imported in the mails are returned to the post- 
master for return to the sender as nondeliverable (Sec. 11.18(b) 
Customs Regulations). A procedure for obtaining Customs pro- 
tection against the importation of piratical copies is prescribed 
in the Customs regulations, section 11.19. Since the Supreme 
Court’s decision in Mazer v. Stein, adding the protection of the 
copyright laws to a wide variety of goods, section 106 has seemed 





3. 347 U.S. 201 (1954). 
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to offer to owners of copyrightable merchandise another line of 
defense against importation of piratical copies.* 

Application to record a trademark, trade name or copyright 
may be made by letter addressed to the Commissioner of Customs. 
A fee of $75 is charged for each application (Sec. 24.12 Customs 
regulations). 

Misrepresentation of foreign origin in the labeling and mark- 
ing of imported goods is also a matter to which the Federal Trade 
Commission has been giving increased attention. Under Section 5 
of the Federal Trade Commission Act, as amended, the FTC has 
built up a considerable body of law supplementing and comple- 
menting the requirements cited above. The Commission has held 
improper the use of “Made in U. S. A.” or “American Made” 
labeling on a number of products’ made in part or whole abroad, 
the use of distinctively American names, e.g. “Dixie”, “Old Cabin”, 
“Bunker Hill’, “Stoney Creek”, “Maple Glen”, “Valley Forge”, 
on goods of foreign origin, the merchandising of certain goods 
imported in bulk and repackaged in boxes not indicating the 
foreign origin of their contents, and in general, practices which 
constitute misrepresentation that foreign-made products are 
domestic. 


Generic Words 


The third activity mentioned—the generic word program— 
concerns the proposed registration in foreign countries as trade- 
marks of terms considered generic in the United States. 

Information on such proposed registrations is usually pre- 
sented by The United States Trademark Association and other 
trade groups. In these cases it is important that the following 
data be furnished: The name of the applicant for registration, 
the application number, the date of filing, and the class or classes 
of goods. It is also very helpful if some description can be given 
of the detrimental effect on United States business interests from 
the granting of exclusive rights to a generic term. After screening 
in Washington to ensure that assistance is given only in justifiable 
eases, the case is presented in a communication to the U.S. Foreign 
Service post in the country involved. The communication requests 





4. Prior to Mazer v. Stein, section 106 was primarily used to protect authors 
of written works. Zelnick, Copyright and Design Patent Protection against Importa- 
tion of Piratical Merchandise, 5 BULLETIN OF THE COPYRIGHT SOCIETY OF THE U.S.A. 261 
(1958). 

5. For a list of such products see 2 Trade Regulation Reporter 5091.890. 
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that the patent office in that country be apprised of the generic 
nature of the term in the U.S. 

These informal notifications are designed merely to call the 
attention of the appropriate authorities to developments which 
might be detrimental to trade between the two countries. Before 
this procedure can be utilized, it must be clear that the objec- 
tionable term is of a generic nature and that injury would result 
to United States manufacturers or exporters were the registra- 
tion to be allowed. The circumstances must be such as to render 
impracticable a direct protest by the complainant, i.e., the interests 
of a group of American companies or of an entire industry are 
involved and would be adversely affected by registration. In- 
formal submissions under these circumstances have been made 
to various foreign patent offices and in most cases have been wel- 
ecomed by the authorities, whose attention was thereby drawn to 
cases of genericness which might have escaped their notice because 
the proposed marks were in the English language or were un- 
familiar to them. 

For example, The U.S. Trademark Association recently ad- 
vised the BFC that applications had been filed to register cHoco- 
LATE as a trademark in a foreign country. This term is of course 
clearly descriptive and it is usual for manufacturers of confec- 
tionary or food having a chocolate base to use cHocoLATE for la- 
beling and advertising purposes. The registration of CHOCOLATE 
as a trademark, therefore, might make difficult and perhaps im- 
possible the export of United States chocolate products to that 
eountry. The owner of the registration there would, assuming he 
had exclusive rights to the use of the term, probably be in a 
position to bring suit for infringement against the importer, who 
might even be subject to prosecution if the infringement could be 
proved. The American Embassy in the country was accordingly 
requested to ascertain whether approval of the application would 
give the applicant exclusive rights to the use of the term, thus 
preventing anyone else from using it even in a descriptive 
sense, and if so, to discuss the application with the appropriate 
authorities. 


Similarly, advice was received of an application to register 
the word BEARINGS as a trademark. More than 20 American manu- 
facturers of anti-friction bearings engage in export business, a 
considerable portion of which is reportedly with customers in the 
country where registration was sought. The word BEaRINGs is 
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widely recognized as descriptive, is part of the business name 
of most manufacturers of bearings, and is widely used on con- 
tainers for bearings shipped to foreign countries. If exclusive 
rights to BEARINGS were given the applicant, United States manu- 
facturers and shippers might suffer injury through possible 
attempts to have the goods refused entry, civil suits for infringe- 
ments, or prosecution under law. 

These informal notifications by the Embassies are not in- 
tended to replace the entering of formal opposition to objection- 
able registrations. Most countries provide in their industrial 
property laws and regulations for a statutory procedure in mak- 
ing oppositions. Firms desiring to enter oppositions are advised 
by BFC to consult legal counsel and to proceed according to the 
requirements of the law. Such oppositions are purely private 
proceedings in which neither the U.S. Department of Commerce 
nor the Foreign Service is ordinarily involved. 

Assistance by the Foreign Service cannot of course be effee- 
tive in all eases. The foreign authorities, after receiving infor- 
mation provided by the Embassy, are free to act according to 
their own judgment. The only recourse thereafter is to file 
opposition. 

BFC Aids to Foreign Trade 

In addition to its activities in connection with helping safe- 
guard American industrial property rights abroad, BFC provides 
a wide variety of services designed to provide information and 
advice to manufacturers, exporters, importers, and others engaged 
in international business to aid them in expanding volume and 
profits. Some of these services and aids are sketched briefly below. 


Trade Lists. Lists of foreign manufacturers, producers, ex- 


porters, importers, processors, wholesalers, distributors, sales 


agents, and service organizations, grouped by country and in- 
dividual commodity, industry and service. These lists identify 
potential customers, agents, distributors, licensees and sources of 
supply abroad. Trade Lists may be purchased for $1 each from 
the Commercial Intelligence Division, Bureau of Foreign Com- 
merce, U.S. Department of Commerce, Washington 25, D. C., or 
from the Department’s Field Offices. 

World Trade Directory Reports. Business information on in- 
dividual foreign firms, complementing the Trade List Service, is 
presented in World Trade Directory reports. 
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Data on a foreign firm furnished in a WTD report usually 
cover type of organization, method of operation, lines handled, 
size of firm, sales territory, names of owners and officers, capital, 
sales volume, general reputation in trade and financial circles, 
and names of American firms represented by the foreign firm or 
serving as its suppliers. There is a charge of $1 for each report. 


Trade Contact Surveys. This is a special BFC service to 
assist American firms to find agents or distributors abroad or 
potential foreign licensees. The survey is made on the spot by 
a Foreign Service officer. Reports of the results include names 
and addresses of qualified local firms which are interested in the 
proposal of the American inquirer. A charge of $10 is made for 
each survey. For this fee the applicant receives a summary report 
of the results plus individual World Trade Directory reports 
giving background information on the prospects. 


Agency Index Service. United States manufacturers and ex- 
porters may list the names and addresses of their overseas agents, 
distributors or licensees with United States Foreign Service posts 
by means of the Agency Index. This information is for use by the 
posts in answering inquiries from foreign buyers on how to pur- 
chase American goods locally. 

American manufacturers and exporters are invited to prepare 
3 x 5 eards furnished by the Department of Commerce (form 
F'C-30) on their agents and licensees in each foreign country and 
send them to their Department of Commerce Field Office or the 
BFC. The Bureau will forward the cards to the appropriate 
Foreign Service post. The data are not for publication. 


Trade Missions. Private business executives, under the leader- 


ship of Government officials, conduct on-the-spot discussions with 
foreign businessmen, trade groups, and Government representa- 


tives about possibilities for increasing two-way trade, investment 
and travel. Each year 12 to 15 such Missions visit 20 or more 
countries. 

Opportunities for foreign firms to act as agents for, enter into 
licensing agreements with, import from or export to, manufacture 
for, or arrange some other method of doing business with U.S. 
firms are carried abroad by Missions. They bring back similar 
business proposals from foreign firms. After publication in For- 
eign Commerce Weekly, a principal publication of the BFC, these 
business proposals from foreign businessmen are brought directly 
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to the attention of interested American businessmen through spe- 
cially arranged conferences with the Mission members. 


Trade Centers. More than 50 U.S. housewares products com- 
panies are exhibiting their wares at the new U.S. Trade Center 
opened in London this year. The Center, the first permanent U.S. 
exhibition facility of its kind, is aimed at increasing U.S. sales in 
the British market, and will be followed by other exhibits in other 
parts of the world. It is one of the important steps taken by the 
Department of Commerce as part of the President’s export ex- 
pansion drive. 

Business Travel Overseas. The Bureau, when requested by 
an American businessman going abroad, will advise pertinent 
Foreign Service posts of the purpose and itinerary of his trip 
so that appropriate assistance can be extended. Requests may be 
addressed to the Bureau or to any Department of Commerce Field 
Office, and should include the name of the traveler and his firm, 
the purpose of the trip, and itinerary. 

Pre-departure consultations with Bureau personnel on sub- 
jects of interest to the traveler will be arranged on request. 


Trade Disputes. BFC maintains a trade adjustment service to 
help in ironing out the disputes and misunderstandings which may 
occur between American and foreign businessmen. Information is 
provided on commercial arbitration laws and facilities here and 
abroad. 
Trade Opportunities. The Bureau regularly publishes infor- 
mation about specific business opportunities. Most of the infor- 
mation in the Trade Opportunity service is based on up-to-the- 
minute reports prepared by the commercial officers of the Foreign 
Service. This information is collected and classified and given 
publicity in Foreign Commerce Weekly, the trade press, and va- 
rious other ways. 

Foreign Commerce Weekly. Developments affecting trade and 
investment around the world are reported in this official magazine 
of the Bureau. It averages 52 pages each week and is received by 
more than 10,000 subscribers. 

Foreign Service posts throughout the world report data on 
opportunities for foreign trade and investment and specific busi- 
ness opportunities, economic and marketing information, foreign 
government actions, travel and communications, commodities, and 
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planned construction. U.S. Government actions and announce- 


ments of new world-trade publications also appear in the Weekly. 
Annual subscription: $10.50 ($5 additional for foreign mailing). 


World Trade Information Service. Reports published in this 
series present, in convenient pamphlet form, detailed analyses of 
trade and investment conditions in individual countries and areas. 
Arranged in three parts by subject, WTIS is designed to provide 
planning data for executives responsible for directing business 
activities abroad, operational information for businessmen han- 
dling the day-to-day details of exporting and importing, and statis- 
tical information for businessmen responsible for diagnosing trade 
trends and developments. Each report covers a particular subject 
on a particular area or country. 


Part 1. Economic Reports—Basic data on the economy of the 
country, transportation and utilities, establishing a business, the 
insurance situation, marketing areas, and related subjects. Price: 
$6 a year ($9.75 to foreign address). 


Part 2. Operations Reports—Information on preparing ship- 
ments, marking and labeling, import licensing and exchange con- 
trols, import tariff systems, pharmaceutical and food regulations, 
patent and trademark regulations, and other material needed in 
daily activities. Price: $6 a year ($11 foreign). 


Part 3. Statistical Reports—Tables and charts showing for- 
eign trade of individual countries, total U.S. foreign trade monthly 
and U.S. trade with major countries and areas annually, and a 
quarterly review of foreign trade of free world countries and 
Soviet Bloe countries. Price: $6 a year ($8.50 foreign). 


Investment Handbooks. To help businessmen survey the con- 
ditions and outlook for marketing and investment abroad, BFC 
has been compiling a series of comprehensive handbooks giving 
factual business information on individual countries. Each “in- 
vestment handbook” provides a survey of all sectors of the econ- 
omy of the country covered, the role of the government in the 
country’s economic life, the climate for foreign investment, mar- 
keting areas, business and tax laws and policies, and statistics. 

Handbooks currently are available on Australia, Central 
America, Chile, Colombia, Ecuador, India, Indonesia, Japan, 
Mexico, Nigeria, Pakistan, Paraguay, Peru, the Philippines, Fed- 
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eration of Rhodesia and Nyasaland, Taiwan, Union of South 
Africa, and Venezuela. Prices vary for each handbook. 
Additional BFC services offer essential information to the 
foreign trader in the fields of transportation, shipping, utilities, 
insurance, taxation, tariffs, customs regulations, international 
travel, commodities and materials, loans and investments, com- 
modity standards and, in fact, every facet of international busi- 


ness operations. 
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SERVICE MARK PROTECTION IN NICARAGUA! 
By Henry Caldera-Pallais* 


In Nicaragua there are no specific statutory provisions for the 
registration of service marks. Prior to October 17, 1959, there 
were no Court decisions or Patent Office holdings or practice under 
which service marks were held to be registrable as such. Nor did 
the law of Unfair Competition or the general Civil Law afford 
means of protecting service marks. 

[t was the consensus of all authorities and practitioners that 
the definition of a trademark in Nicaragua’s Trademark Act was 
not broad enough to include service marks. As a matter of fact 
in Nicaragua the concept of a service mark, that is, a mark used 
to identify services as opposed to a mark used to identify goods, 
was not accepted as an equivalent of a trademark so much so that 
when establishing the classification of goods in 1956 the Ministry 
of Economy refused even to include in the Classification the serv- 
ices listed in the U. 8S. Classification in spite of the fact that the 
matter was mentioned several times and the Minister had before 
him a complete translation of the U.S. Classification. 

All through the years before this time it had been the gen- 
eral practice for trademark practitioners to recommend to their 
clients that a service mark could be registered in Nicaragua as 
a trademark in order that at least some protection would be 
achieved, although it might not be adequate protection in the 
event the mark became involved in litigation and it is disclosed 
that it is not used upon goods as a trademark. This procedure 
involved obtaining a trademark registration covering the goods 
used by the applicants in performing their service plus the adver- 
tising material they publish and the stationery they use in their 
business. In some cases the owners of service marks also engaged 
in assembling parts of cars, buses, and other articles, and being 
thus engaged in manufacture to some extent, it could be safely 
assumed that the marks were also trademarks. 





Ep. Note: In our May issue (51 TMR 462) we published an article by Jeremiah 
D. McAuliffe entitled ““Measures to Insure Protection of Service Marks in the Americas’, 
Mr. McAuliffe made specific but brief reference to the progress in Nicaragua with re 
spect to the protection of service marks. The following article by a distinguished 
Nicaraguan trademark practitioner gives the full background and development of the 
service marks story in that country. 

t 800.4—OTHER STATUTES—FOREIGN LAW. 

* Partner in the firm of Henry Caldera & Henry Caldera-Pallais, Managua, 
Nicaragua; U.S. Registered Patent Agent; Foreign Associate Member of USTA. 
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In some cases, however, the service mark was so obvious that 
the Patent Office could easily recognize that it was not a trade- 

mark such as, for instance, the well-known pPaa, within a wing 

device. In these cases practitioners had taken the stand that such 

marks are Commercial Marks because they are marks used in 

international commerce. It was considered that such services are 

commercial services. In favor of this procedure there is a re- 

quirement in the Nicaraguan Trademark Law which requires that 

on filing an application the applicant must state whether the mark 

is either an Industrial Mark or a Commercial Mark. In 99% of 

the cases it is stated that the mark is both an industrial and 

commercial mark (the technical trademark), but in service mark 

applications the statement was made that they were only com- 

mercial marks. While some Commissioners of Patents had tried 

to deny such applications, claiming that also the commercial mark 

must be used to identify goods because the law says that indus- 
trial or commercial marks are applied to products of industry or 
commerce, it was always argued that the law by making such 
declaration did not specify that that kind of use was the only 
exclusive use for Commercial Marks. Furthermore, since the 
“acts” of commerce are not limited to the sale of manufactured 
wares, there is no reason to read in between the lines to see what 
the law does not say, and since the marks are used in commerce 
there is no reason why they should not be registered as commercial 
marks. With this reasoning practitioners met with no rejections 
and the protection was considered to be sufficient; and it was 
doubted that any Court would ever hold that commercial services 
eould not register commercial marks. 

However, lately the present Commissioner of Patents did not 
wish to contend with these ideas and refused to accept the com- 
mercial mark theory for service marks and became most obstinate 
in denying legal value to service marks either registered as trade- 
marks or commercial marks. In his opinion such registrations 
would not give adequate protection in the event the mark became 
involved in litigation and it was disclosed that it was not used 
as a trademark or as a bona fide commercial mark. 

The present Commissioner of Patents held that the commer- 
cial name registration was the only form of registering service 
marks in Nicaragua. However, commercial name registrations have 
the peculiarity that they can be obtained only for the entire com- 
mercial name itself. The General Inter-American Convention for 
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Trademark and Commercial Protection, which is the only law in 
Nicaragua which makes reference to the protection of commercial 
names, describes these as being (Article 15): 


“Names of individuals, surnames and trade names used by 
manufacturers, industrialists, merchants or agriculturists to denote 
their trade or calling, as well as the firm’s name, the name or 
title legally adopted and used by associations, corporations, com- 
panies or manufacturing, industrial, commercial or agricultural 
entities, in accordance with the provisions of the respective na- 
tional laws, shall be understood to be commercial names.”’ 


With this description of what a commercial name is under- 
stood to be, any registration of marks such as paa would not stand 
a chance in case of litigation and, therefore, would not be adequate 
protection in the event the mark became involved in litigation and 
it is disclosed that it is not used as a Commercial Name. 

However, to the credit of the Commissioner of Patents, it could 
be said in favor of the registration of the commercial name of 
the owner of a service mark that if the mark is included in the 
commercial name then the service mark would be protected. This 
is because according to the General Inter-American Convention 
for Trademark and Commercial Protection, the protection which 
the Convention affords to commercial names includes the prohibi- 
tion against the use, registration or filing of a trademark the 
distinguishing elements of which consist of the whole or an essen- 
tial part of a commercial name legally adopted and previously 
used by another owner domiciled or established in any of the 
Contrasting States, engaged in the manufacture, sale or produc- 
tion of products or merchandise of the same kind as those for 
which the trademark is intended. (Although the Convention refers 
also to “sale or production of merchandise” in connection with 
commercial names, the Commissioner interpreted this article as 
pertaining to the particular case involved and referring to the 
goods for which the trademark in question is intended.) And this 
is true with much more reason if the commercial name is legally 
registered in Nicaragua, needing no further evidence of its pro- 

tection. With this procedure it was considered that in litigation, 
without the slightest doubt, such registration would protect the 
service mark (if it is included as an essential part in the Com- 
mercial Name) against the use, registration or filing of any mark 
consisting of or comprising “the essential part” of the registered 
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commercial name. In this case the “essential part’? would be the 
service mark for which protection was sought. 

However, since none of the above theories covered the whole 
field of service marks because many were not included in the com- 


mercial names of the companies rendering the services, practi- 


tioners in Nicaragua introduced a project for a bill that was to 
be sent to Congress by the Minister of Keonomy by which the 
registration of service marks would be established in this country. 
In this project was included the classifications of service marks 
which appears in the U.S. Classification. According to a report 
from the Commissioner of Patents, the project had been favorably 
accepted and all practitioners were ready to take the matter up 
with the respective Congressional Committee when the Comumis- 
sioner reported as follows: That the Minister of Economy had 
decided that it was not necessary to promulgate a new law for the 
registration of Service Marks because the law which established 
the Patent Office stipulates that the Patent Office shall have in its 
power and jurisdiction the registration of Industrial and Com- 
mercial Marks, Patents of Invention, Industrial Designs and 
Models as well as all other correlated matter (materias conexas) 
in which jurisdiction may be included the registration of Service 
Marks which are, according to the Minister of Economy, corre- 
lated matters to Industrial and Commercial Marks. 

At this same time when practitioners were presenting the 
project for the bill, Pan American Airways was trying to get the 
registration of their new PAN-AM service mark, and immediately 
after the Minister’s decision to permit the registration of service 
marks, filed an application for registration of such as a service 
mark. Since it was the same Minister of Economy who decided 
upon the new application the first service mark in Nicaragua was 
favorably registered under date of October 17, 1959 bearing Reg- 
istration No. 10,050 (of the Register of Trademarks). 

It covers the PAN-AM service mark for all the activities of 
the service of cargo, passenger and mail transportation made 
through their airplanes and air ships. So that this action would 
not raise any questions on the part of the judicial authorities 
who might tend to underestimate administrative acts, the regis- 
tration was filed and effected by one of the most outstanding gen- 
eral law practitioners in Managua, Dr. Felix E. Guandique. 

During the period that the application was being published 
Esso Standard Oil Company filed the second service mark ap- 
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plication, also through another outstanding member of the Nica- 
raguan Bar, Dr. Vicente Navas Arana. This mark is SERVICENTRO 
for services of maintenance, care and cleaning of automobiles, 
trucks and vehicles in general, which services are rendered in 
their service stations. Since then there have been admitted to 
registration many other outstanding service marks such as CARTE 
BLANCHE, HERTZ, etc., so that, therefore, it is now officially ree- 
ognized in Nicaragua that service marks are a kind of mark apart 
from trademarks and that they may be registered as such. 

The improvement that has been achieved by the new proce- 
dure established for the registration of service marks has the 
definite advantage over former procedures that, if an infringer 
of such a service mark tries to counterattack or defend against 
an infringement action claiming that our laws do not provide 
protection for service marks, a Court could always maintain the 
validity of such registration based precisely on the same theory 
under which the Minister of Economy allowed such registration 
in the Patent Office. However it should be noted that under that 
same theory a Court can maintain the validity of such service mark 
registered either as a trade or industrial mark or as a commercial 
mark because whatever name be given to the mark, there is one 
invariable truth and that is that they are all “materias conexas” 
i.e., correlated matters. If it is possible for the Patent Office 
to register a mark which is not technically a trademark under 
the name of service mark because it is a matter related to trade- 
marks, there can be no attack against an act of the same Patent 
Office in allowing the registration of a similar non-technical trade- 
mark under the name of trade or industrial mark (Marea de 
Fabrica) or under the name of commercial mark (Marea de Co- 
merecio) because in all these cases the Patent Office made use 
of its legal power and jurisdiction with respect to the registration 
of trademarks and correlated matters. 

So, therefore, while it is a very important achievement in the 
annals of trademark protection in Nicaragua to have obtained the 
registration of service marks, nevertheless, the previous efforts 


of practitioners, when all doors seemed to be closed, in recom- 
mending that Service Marks be registered in this country as trade- 
marks on the basis that at least some protection is achieved, 
remains a sound principle to have followed. The fact is that 
99% of honest businessmen respect the mere fact that a mark 
is registered. 
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THE TRADE AND MERCHANDISE MARKS ACT, 1958! 
By K. S. Shavaksha* 











The Trade and Merchandise Marks Act, 1958, came into force 
on November 25, 1959, but the effect of See. 186(4) of the Act 
is that the Trade Marks Act, 1940, the provisions of the Indian 
Penal Code relating to trademarks and the Merchandise Marks 
Act apply to proceedings pending in Court. 

It is too early to judge whether the provisions of the Trade and 
Merchandise Marks Act, 1958, will be of assistance to the public. 
Suffice it to say that it has introduced many changes in the admin- 
istrative set up, the most important being the establishment of 
the zonal system. Branches of the Trade Marks Registry, the 
head office of which is at Bombay, are established at New Delhi, 
Caleutta and Madras. Each office has jurisdiction over a par- 
ticular zone and members of the public are compelled to proceed 
in a particular zone whether the proceedings are in the Registry 
or in a Court. For instance, those who have their principal place 
of business in a particular zone have to apply for registration in 
the office located within that zone. Those desirous of rectifying 
the Register of Trade Marks must apply for rectification in the 
office of the zone in which the registered proprietor has his prin- 
cipal place of business, or in the High Court having jurisdiction 
over the aree, in which such office is situated. In other words, 
only the High Courts of Bengal, Bombay, Madras and Punjab 
have jurisdiction to rectify the Register of Trade Marks. 

This arrangement involves a situation in which the parties 
may find themselves in peculiar difficulties. A plaintiff in an 
infringement action whose principal place of business is in Bombay 
files the suit in a District Court in Madras. The only defense 
to the suit is that the plaintiff’s registration is invalid. Under 
See. 111 of the Act the defendant must contemplate proceedings 
for rectification in the High Court of Bombay. He may imme- 
diately file a petition for rectification in Bombay, in which case 
he is apparently entitled as of right to the stay of the suit, or 
he may apply to the District Court for the stay of suit on the 
ground that he intends to take rectification proceedings. The 
result may well be not only inconvenience to the defendant, but 
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utter frustration for the plaintiff, whose suit will not proceed 
until the final disposal of the rectification proceedings, which may 
be after the final order in the Supreme Court. 

Any section dealing with jurisdiction should be drafted with 
such clarity as not to cause difficulty in construction or otherwise. 
Section 105’ deals with jurisdiction of Courts with respect to 
infringement and passing off actions. Sub-clause (a) causes no 
difficulty, but one may well ask why sub-clause (b) is restricted 
to registered trademarks. There was no such restriction in section 
73 of the Trade Marks Act, 1940. Sub-clause (¢) is open to criti- 
cism, and it has already caused difficulty. A passing off action 
may well be filed in a case in which the defendant is threatening 
to use a mark and has not used it. In such a case is the suit to 
be filed in the District Court or not? If the suit is filed in the 
Subordinate Judge’s Court, will the Court cease to have juris- 
diction as soon as the defendant uses the offending mark? It is 
also to be noted that passing off actions which have nothing to 
do with trademarks do not fall within sub-clause (c). It is re- 
spectfully pointed out that passing off actions are often more 
difficult than infringement actions, being, as pointed out in the 
Preface to the 7th edition of Kerly on Trade Marks, full of pit- 
falls. It would, therefore, have been appropriate if sub-clause (c) 
had been enacted merely “for passing off”. 

Reference in this connection may also be made to an incon- 
sistency between section 27(2) and section 106 of the Act. Under 
section 27(2) nothing in the Act shall be deemed to affect rights 
of action or remedies in respect of passing off actions, yet the 
remedies in respect of passing off actions have been dealt with 
in section 106. 

Under the Act of 1940 there was only one Register of Trade 
Marks, but under this Act the Register is divided into Part A 
and Part B. Only marks adapted to distinguish are registrable in 
Part A, while marks capable of distinguishing are registrable in 
Part B of the Register. In neither case is it necessary that the 








1. 105. No suit— 
(a) for the infringement of a registered trademark; or 
(b) relating to any right in a registered trademark; or 


(c) for passing off arising out of the use by the defendant of any trademark 
which is identical with or deceptively similar to the plaintiff’s trademark, 
whether registered or unregistered; shall be instituted in any court inferior to 
a District Court having jurisdiction to try the suit. 
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marks should be distinctive in fact in the sense that they are 
distinctive of the goods of the proprietor. 

In my respectful submission, section 32° of the Act is not 
only illogical but also undermines the very purpose and founda- 
tion of the trademark legislation. The object of section 32 is and 
should be to restrict the grounds on which the original regis- 
tration of a trademark may be attacked. This logically must 
refer to facts which existed at the time of the original regis- 
tration, for if subsequent facts can be relied upon to rectify the 
Register, it can only be on the basis that although the original 
registration is valid, the Register may be rectified because of 
subsequent facts. Sections 35 and 46 are illustrations of circum- 
stances in which a mark validly registered can be rectified because 
of subsequent facts. From this point of view the latter part of 
sub-clause (b) and sub-clause (c) are illogical. Nor is there any 
point in making section 32 subject to the provisions of sections 
35 and 46, as these two sections are based upon the assumption 
that the original registration of the mark was valid. 

Sub-clause (c) of section 32 has been taken from section 
61(1)(e) of the Australian Trade Marks Act No. 20 of 1955, but 
the Australian Act has defined “not distinctive of the goods” in 
Section 26(1), whereas the Indian Act has defined “distinctive” 
in reference to trademarks, whieh is, it is submitted, quite a 
different concept from a trademark which is distinetive of goods. 

The question before the Court will be which meaning should 
be attached to the words “not distinctive of the goods”. If these 
words are to be construed as in the Australian Act, then word 
marks which are no longer adapted to distinguish will fall within 
sub-clause (ce). Marks falling under section 9(1)(a),(b),(c),(d) 
and (e) will not be considered “not distinctive of the goods” unless 
they have become common to the trade. Marks, however, which 
depend upon evidence of user in order to qualify for registration 
as distinctive marks, namely, marks falling under section 9(2), 














































ings relating to a trademark registered in Part A of the Register (including applica- 
tions under section 56), the original registration of the trademark shall, after the ex- 
piration of seven years from the date of such registration, be taken to be valid in all 
respects unless it is proved— 
(a) that the original registration was obtained by fraud; or 
(b) that the trademark was registered in contravention of the provisions of section 
11 or offends against the provisions of that section on the date of commence- 
ment of the proceedings; or 
(c) that the trademark was not, at the commencement of the proceedings, distine- 
tive of the goods of the registered proprietor. 


2. 32. Subject to the provisions of section 35 and section 46, in all legal proceed- 
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may well fall under sub-clause (c) if there has been non-user. 
The non-user may be due to special circumstances in the trade, 
but Section 46(3) will not be relevant on the question whether 
the mark had ceased to be distinctive. 

If, however, the words “not distinctive of the goods” are given 
the meaning which they would bear in a passing off action at 
common law, the provisions of the Act would be rendered prac- 
tically useless. A mark is not distinctive of the goods at common 
law unless by user it has become associated with the goods of the 
proprietor. Thus even marks which fall under section 9(1)(a) 
to (e) may not be distinctive of the goods of the proprietor and 
this would necessarily be so with regard to marks which are pro- 
posed to be used. This is clear froin the decision in Spalding v. 
Gamage (1915) 32 R. P. C. at p. 284 where Lord Parker said: 
“Even in the ease of what are sometimes referred to as common 
law trademarks the property, if any, of the so called owner is in 
its nature transitory and exists so long as the mark is distinctive 
of his goods in the eyes of the public or a class of the public. 
Indeed, the necessity of proving the distinctiveness in each case 
as a step in the proof of the false representation relied on was 
one of the evils sought to be remedied by the Trade Marks Act, 
1875, which conferred a real right of property on the owner of 
a registered mark”. 

It is respectfully submitted that sections 32 and 105 should 
be immediately amended for the reasons stated above. The amend- 
ment, however, of section 32 should be such as to eonfine the 
grounds to those which existed at the time of registration. For 
invalidation of registration on grounds coming into existence after 
the original registration, a separate section is desirable. 

The provisions as to registered users have already inconven- 
ienced traders, and it may not be without interest to refer to 
them in some detail. An application for registration as Regis- 
tered User is attended with uncertainty and the decision of the 
Central Government is not subject to appeal. 


An application for registration as Registered User should be 
accompanied by the following documents: 


(1) (a) the agreement in writing or a duly authenticated copy 
thereof, entered into between the registered proprietor 
and the proposed registered user with respect to the per- 
mitted use of the trademark: 
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(b) the documents and correspondence, if any, mentioned in 


(c) 


the agreement referred to in clause (a) or duly authen- 
ticated copies thereof ; 


agreements, if any, or duly authenticated copies thereof, 
entered into between the registered proprietor and the pro- 
posed registered user requiring the proposed registered 
user to purchase from the registered proprietor or his 
nominees or prohibiting him from purchasing except from 
the registered proprietor or his nominees, any materials 
whether for the purpose of manufacturing goods in re- 
spect of which the use of the trademark is to be per- 
mitted or otherwise, or containing or providing for any 
conditions as regards the price at which such goods should 
be sold or the maintenance of particular prices for such 
goods; 


where the proposed registered user is a licensee of a 
patent granted under the Indian Patents and Designs 
Act, 1911 (2 of 1911) to the registered proprietor or some 
one from whom he claims, a copy of the license agree- 
ment on record at the Patent Office and of the corre- 
sponding entry in respect of the license agreement in 
the Register of Patents maintained under that Act, duly 
certified as such by the Controller of Patents and Designs; 


where the registered proprietor or the proposed regis- 
tered user is a body corporate or a partnership firm, a 
copy of the Memorandum of Association, or the deed of 
partnership (or an authenticated copy thereof), as the 
case may be, of such registered proprietor, or proposed 
registered user; and 


where the permitted use involves the transmission of 
moneys outside India and there is in force any law re- 
quiring the permission of an authority for such trans- 
mission, the consent in writing of such authority to allow 
such transmission if the registration is allowed. 


(2) There should also be filed along with the application an af- 
fidavit made by the registered proprietor or by some person au- 
thorized to the satisfaction of the Registrar to act on his behalf 
testifying to the genuineness of the documents accompanying the 
application and containing; 
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(a) the particulars and statements required by clause (ii) 
of sub-section (1) of section 49; 


(b) the precise relationship between the registered proprietor 
and the proposed registered user, if any; for instance, 
whether their relationship is as managing agent and man- 
aged company, or as principal and subsidiary company 
or whether there is common control between their busi- 
nesses ; 


(c) a statement as to the goods in which the registered pro- 
prietor is dealing, together with details as to whether 
the trademark which is the subject of the application has 
been used by him in the course of trade before the date 
of the application and if so the amount and duration of 
such user; 


the details as to when and how the registered proprietor 
acquired title to the trademark and if this was by assign- 
ment, whether he had acquired any other trademarks by 
the same assignment and if so, how he had dealt with 
such other marks; 


a statement that the registered proprietor had not before 
the date of the application allowed or acquiesced in, the 
use by any person other than a registered user registered 
under the Act or under the Trade Marks Act, 1940 of 
the trademark and an undertaking that the registered 
proprietor would not after such date allow or acquiesce 
in the use by any person other than a registered user 
registered under the Act or under the Trade Marks Act, 
1940; and 


a statement whether or not the proposed permitted use 
is intended solely in relation to goods for export from 


India. 


The application has to be made within six months from the 
date of the agreement with the proposed registered user, and the 
agreement itself should— 


(a) set out the particulars specified in sub-clauses (a) to (d) 
of clause (ii) of sub-section (1) of section 49; 
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(b) disclose the terms as to royalty and other remuneration 
payable to the registered proprietor by the proposed 
registered user for the permitted use of the trademark; 


provide means for bringing the permitted use to an end 
when the relationship between the parties or the control 
by the registered proprietor over the permitted user 


Ceases 5 


contain a condition that when the registered trademark 
is used by the proposed registered user in relation to his 
goods, the mark shall be so described as clearly to indicate 
that it is the trademark of the registered proprietor and 
that it is being used only by way of permitted use by the 
registered user; and 


(e) state whether or not the registered user has the right to 
acquire the mark after any stipulated period by payment 
of any specified amount to the registered proprietor. 


When the requirements as to the documents and particulars 
are found to be satisfactory by the Registrar, he is to send the 
proceedings to the Central Government together with a report. 
If, however, the Registrar refuses to forward the application to 
the Central Government, he is bound to inform the applicant. 

The Central Government on receiving the application has to 
consider the interest of the general public and the development 
of any industry trade or commerce in India. The Central Gov- 
ernment may accept or refuse the application, or accept it subject 
to conditions and limitations. However, before refusing the ap- 
plication or imposing conditions or limitations, the Central Gov- 
ernment will give the applicant an opportunity to be heard. 

The registration of Registered Users dates back to the -ap- 
plication, and the proprietor of the registered trademark may 
take the risk of allowing the proposed registered user to commence 
using the mark after the date of the application, for the registra- 
tion dates back to the date of application. 

The provisions as to registered users have already caused a 
headache to lawyers and merchants and it will be some satis- 
faction to learn that these provisions cause a headache also to 
the officials of the Central Government. 

Section 83 is important as it penalizes false entries in the 
Register, but under section 89 no action can be taken unless au- 
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thorized by the Registrar. It is tolerably clear that false entries 
cannot be made in the Register of Trade Marks without the con- 
nivance of one of the staff, and it may even be that the Registrar 
is privy to it. It is not proper or even logical that the previous 
sanction of the Registrar should be required before a prosecu- 
tion is launched against a member of the staff or the Registrar. 

Apart from civil law relating to trademarks, the Act includes 
provisions which formerly existed in the Indian Penal Code and 
the Merchandise Marks Act. Reference may be made to sections 
78 and 79 of the Act, where the phrases “that he acted without 
intent to defraud” and “that otherwise he acted innocently” occur. 
These words also occur in the United Kingdom Merchandise Marks 
Act, 1887, and have been the subject of numerous decisions by 
eminent Judges in England, but nonetheless the magisterial courts 
there have considerable difficulty in understanding the true scope 
of those words in the enactment. “We have”, said Lord Chief 
Justice Goddard in reading the judgment of the Court in Slat- 
cher’s case (1951) 2 K. B. 631, “considerable sympathy with the 
lay justices who have to administer the Merchandise Marks Act, 
1887. It is a most difficult Act to construe and has given rise 
to many appeals. Those who are responsible might well consider 
whether new legislation should not be introduced to set out the 
law on this matter in clear language which lay justices and others 
eoncerned with its administration could understand.” 


These observations apply to cases in India, for magistrates 


have experienced difficulties in applying similar provisions. In- 
stead of “otherwise acted innocently” and “that he acted without 
intent to defraud”, the words may well be “that he acted by 


mistake or under misapprehension of facts” and “acted by mis- 
take or under misapprehension of facts”. These words would 
clearly indicate the law on the matter. 

One of the items of the Schedule to the Act is one relating 
to section 54 of the Specific Relief Act whereby “the Explanation” 
and illustration (w) of that section are repealed. The reason for 
the repeal originally was that it conflicted with section 3 of the 
Trade Marks Act, 1940, a section the repeal of which the Trade 
Marks Enquiry Committee recommended. The Judicial Report 
recommended its retention and the repeal of the Explanation and 
illustration (w) of section 54 of the Specific Relief Act, in order, 
as it was thought, to bring about consistency. [Eventually it has 
come about that there is no such provision inserted in the Trade 
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and Merchandise Marks Bill but the repealing provisions have 
remained. In any case, it seems clear that there was a supposition 
that by the repeal of an Explanation to the section or an illus- 
tration to the section, the meaning of the section could be altered. 
As is clear from Orr-Ewing & Co. v. Grant, Smith & Co. (1864) 
2 Hyde 185, a trademark was considered a property right even 
in India before the enactment of the Specific Relief Act and it 
is clear from section 18 of the present Act that the whole of 
trademark law is based on the assumption that trademark is 
property as only one who claims to be a proprietor of a trademark 
can apply for the registration of a trademark. 
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NOTES FROM OTHER NATIONS! 


By L. L. Gleason* 


Austria 


Similarity of Trademarks to Be Decided by Patent Office 


The trademark BuTOLAN was registered in Austria, by exten- 
sion of an International registration to that country, for medicines 
for human beings and animals, disinfectants, and means for pre- 
serving foods. The owner of BuToLAN applied to the Austrian Pat- 
ent Office for cancellation of Registration No. 37,496 covering the 
trademark sutyLon for a remedy for rheumatism. 

The defendant argued that the Patent Office had not called 
attention to the older registration during the examination of his 
mark, and as the examination of prior marks is carefully done, 
he thought this proved that the marks were not similar. As added 
proofs of the dissimilarity of the marks, he cited the judgment of 
a psychological expert who had made tests concerning the confus- 
ing similarity of the two marks; he filed opinions of doctors and 
hospital officials to show that the marks could not be confused; 
and he stated that BuToLAN is used for “anthelmintics” while pury- 
LON is used in the treatment of rheumatism, so physicians and 
pharmacists will not mistake one medicine for the other. 

The Nullity Department of the Patent Office in its decision 
pointed out that the plaintiff’s mark is the older one, and that 
the marks were registered for similar and even ‘identical goods, 
as “means against rheumatism” must be considered a medicine, so 
the only question to be decided was that of similarity. This was 
something that must be decided by the Patent Office, and the opin- 
ions of outside experts, such as doctors and hospital officials, 
would not be considered. On the other hand the possibility of con- 
fusion of average customers or purchasers of the medicines must 
be taken into account, even if the medicines were sold by prescrip- 
tion only. 

The Nullity Department compared the marks letter by letter 
and syllable by syllable and found them similar, and the sutyLon 
registration was canceled. The Nullity Department also made the 


t 800.4—oTHER STATUTES—FOREIGN LAW. 
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comment that use or non-use of the plaintiff’s mark was immaterial, 
since use of a registered mark is not required in Austria. 

(Decision of Patent Office, Austrian Patent Gazette for Jan- 
uary, 1961.) 


Extent of Protection Available for Descriptive Marks 


Two Austrian companies sold articles of men’s clothing, the 
first one (A) using the trademark rormtTreu and device and the 
other (B) using the younger mark rorMmFsst and device. 

A asked a Court of First Instance for a judgment declaring 
that B could not use the term FORMFEST-KLEIDUNG (FORMFEST- 
garments) on its goods. The First Court and an Appeal Court 
rejected the request, considering that the marks were not similar, 
and the case went to the Supreme Court. 

That Court ruled that both rormrrev and FoRMFEST are only 
expressions of quality (with the meaning of “true to form” or 
“form retaining”). They are not words belonging to the common 
language, but they have no characteristic features, and they con- 
tain a clear hint of the alleged quality of the garments sold by 
the parties, without indicating the origin of the goods. Any pro- 
tection that could be given to A’s mark would have to be judged 
restrictively. 

The Supreme Court was of the opinion that rormrreu and 
FORMFEST are confusingly similar if a severe standard of com- 
parison is applied, and that the average customers would not be 
able to distinguish them unless they saw them together. Conse- 
quently, a decision could be given only if the plaintiff could make 
a strong showing of use of his mark. If that could be done the 
plaintiff’s mark, which is not a distinctive mark per se, might be 
entitled to protection. 


Colombia 


Important Court Decision on Effect of Classification of Goods 


The trademark DAN RIVER was registered in Colombia in 1957 
by Dan River Mills Incorporated for goods in Class 15, 1.e., fabrics 
and textiles in general, linen goods, hosiery, underwear and other 
goods. 

A Colombian company named Bichara, Jassir & Sons, at- 
tempted to register the same trademark DAN RIVER in Class 16, and 
when the application was rejected, they applied for registration of 
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DAN COUVER for all goods in Class 16, which covers ready-made 
clothing, some kinds of cloths, threads, and other goods. 

This application was opposed by Dan River Mills Incorporated 
on the grounds that the trademarks DAN RIVER and DAN COUVER are 
quite similar, that the goods of Classes 15 and 16 are similar, and 
that there would be confusion between the trademarks. 

The opposition proceeding went to the Seeond Civil Court, 
which decided in favor of the opponents, and the applicants ap- 
pealed to the Court of Appeals of Bogota, basing their appeal on 
the difference between the two marks and the fact that the pan 
RIVER registration was in Class 15 while their application had been 
filed in Class 16. 

The Court of Appeals confirmed the lower Court’s decision, 
holding that the two marks are similar and dealing at some length 
with the question of the importance of the official classification of 
goods in determining the similarity of goods, and the possible 
necessity of opposing on the basis of a prior registration or ap- 
plication in the same class if the opposition is to sueceed. The 
Court recognized that theoretically a trademark registration can 
be enforced only in respect of goods of the class in which the mark 
was registered, but the Court also had to consider the fact that the 
law prohibits the coexistence in different ownerships of trade- 
marks that might lead to the confusion of consumers or users of 
the goods concerned. 

Consequently in this case, as the trademarks are intended 
for use on similar goods, even though the goods are not in the 
same class, and since the official classification of goods is intended 
to serve more as a reference than as an absolute means of estab- 
lishing the dissimilarity of goods, the Court held that the opposi- 
tion should succeed and the pan covuveER application was rejected. 

(Editorial note—The Court of Appeals in this case is the 
same Court which in 1958 decided in the MAIDENFOoRM case that the 
classes in which marks were registered settled the question of 
similarity and conflict, and that the prior registration of MaIpEN- 
FORM in Class 16 was not a ground for canceling a registration of 
the same mark in Class 15. See 48 TMR 932.) 


Mexico 


Registration of License Not Essential in Considering Use of Trademark 


In 1957 a United States company named McGregor Doniger 
Inc. applied to the Mexican Patent Office for cancellation of regis- 
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tration No. 49,092 for the trademark mc Grecor in the name of a 
Mexican citizen, Mr. Isaias Broussi, on the ground of non-use of 
the trademark by the registrant for a period of more than five 
years. The mark was registered for socks in Class 39. 

In their petition for cancellation McGregor Doniger Ine. 
stated that they were the creators and legitimate owners of the 
trademark mc GREGOR which they had been using for about 20 
years, and that they were applying separately for registration of 
the mark for all goods in Class 39, the clothing class. 

They based their petition on Articles 156 and 204 of the 
Industrial Property Law, which provide for the cancellation of 
a registration when the mark concerned has not been used by its 
owner for five consecutive years, and they alleged that in ac- 
cordance with Articles 160, 161 and 162 of the same law, a registra- 
tion will have “the desired effects” only when the mark is used by 
the registrant or by a licensee legally registered as such. 


In order to prove that Broussi had not been using the trade- 
mark, the plaintiffs asked that the Patent Office ascertain from 
the Secretariat of the Treasury and Public Credit, Income Tax 
Division, if Broussi was registered as a manufacturer or mer 


chant; that it ascertain from the General Division of Commercial 
Income of the same Secretariat if Broussi was listed as a payer 
of commercial income tax; and that it ascertain from the National 
Chamber of the Clothing Industry if Broussi was registered as a 
member of the same. 

The registrant was duly notified and within the legal term 
he made a detailed answer to the request for cancellation, stating 
that since 1940 he had used the trademark mc GreEGor uninter- 
ruptedly by applying it to various articles of clothing which, at 
first directly and later “in association”, he had manufactured and 
sold. The words “in association” were explained by the fact that 
in 1948 he had formed a company called McGregor 8.A., while 
he remained the registered proprietor of trademark No. 49,092, 
and he had permitted this company, of which he was the principal 
stockholder, to use the trademark mc GreGor by contract or agree- 
ment. The license to McGregor S.A. had not been registered in 
the Patent Office. 

(Editorial note—At this point it is desirable to quote the 
following pertinent articles of the Mexican Industrial Property 
Law: 
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“Article 161.—A person other than the owner of a trade- 
mark may, in the manner set forth in this Section, be recorded 
in the register as a user of same with regard to all or some of 
the products covered by a registered trademark, under the 
same conditions and restrictions therein stipulated. Such use 
shall be considered as authorized, provided it conforms to the 
conditions or restrictions stipulated for the registration of 
such user. 

“Article 162.—The authorized use of a trademark shall 
be deemed similar to the use made by its owner, for all the 
purposes for which such use is important by virtue of this 
Law. 

“Article 163.—The registered user of a trademark is em- 
powered to take all the legal measures necessary to prevent 
its infringement, imitation or illegal use.”’) 

Broussi argued that he had always used the trademark pro- 
tected by registration No. 49,092, either personally or through his 
company, and that use by his unregistered licensee was equivalent 
to use by himself in accordance with Article 162 of the law. 

He also pointed out that since his registration had been valid 
at all times, McGregor Doniger Inc. had been violating his rights 
if they had been using the trademark Mc Grecor in Mexico and that 
valid registrations could not possibly be granted to the plaintiffs 
on the applications that they had filed. 

Broussi distinguished between Articles 161 and 162 of the 
law, mentioning that the former provides that the authorized use 
of a trademark (by a licensee) is equivalent to use by the owner, 
and that if the license is registered in the Patent Office the licensee 
will have the right to prevent infringement, imitation or illegal use. 

In addition to his arguments Broussi produced various docu 
ments, including proof of the formation and existence of MeGregor 
S.A., of its business dealings with other parties, and of his con 
tract with McGregor S.A. for use of the trademark mc Grecor. 

The Mexican Patent Office, after considering the arguments 
and evidence submitted by both parties, on May 30, 1958 ordered 
the cancellation of registration No. 49,092 on the ground of non- 
use. 

Broussi appealed to the Federal District Court for “constitu- 
tional protection” and that court gave him the requested protec 
tion. The other parties appealed to Part 2 of the Supreme Court, 
which upheld the lower court’s decision on June 15, 1960 and in 
doing so interpreted Articles 162 and 163 of the Industrial Prop- 
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erty Law, quoted above. After stating that that law makes a clear 
distinction between the authorization that the registrant of a 
trademark grants to a user, and the registration of this authoriza 
tion, in that Article 162 categorically mentions only authorized 
users while Article 163 refers to registered users, the Supreme 
Court added: 


“There is an absolutely deliberate omission by the legis- 
lator in not having included in article 162 the requirement of 
the registration of the authorization that the registrant of 
a trademark gives to a third party in order that this may use 
it. It expressly provides that the authorized use of a trade- 
mark is deemed similar to the use made by its owner, for all 
the purposes for which such use is important before the law, 
without subordinating the authorization to the registration 
of the same. 

“Hixamining the explicit text of the precept and interpret- 
ing it in the light of the provisions of article 163, there is no 
doubt whatsoever that the law requires only, in order that a 
third party may use the mark with the same rights granted by 
the Industrial Property Law to the registrant, that this third 


party be authorized, that is to say, that the use that he makes 
be a use authorized by the registrant, sufficient then to obtain 
° > 
all the legal protection granted to the registrant of the trade- 
> Q 
mark. 


“The registration of the authorization cannot be confused 
with the authorization itself because, obviously, the latter 
one antecedes the registration, since the registration of the 
authorization originates from a voluntary act issued only by 
him who may dispose of the right, namely, the trademark 
registrant.” 

* ia * * * 

“Under these conditions, it is not true that it is necessary 
to link together the authorization with the registration for the 
purposes of recognizing the fact that the mark is being used 
by the will and arrangement of its registrant, because the au- 
thorization granted by him legitimates the conduct of the au- 
thorized party. Actually, there is no legal precept requiring 
such link, and a very serious sanction such as is the cancella- 
tion of a trademark for non-direct use by the registrant, could 
not be derived from the mere interpretation of the law; be- 
cause, in any case, there must prevail the principle that there 
is no legitimate sanction if it is not covered by an express 
legal text.” 
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The case was returned to the Patent Office for reconsideration 
as a result of the Supreme Court’s ruling and on January 26, 1961 
the Patent Office issued a new decision to the effect that use of 
Broussi’s mark had been proven and that cancellation of his regis- 
tration No. 49,092 must be refused. Since the Patent Office had 
in the meantime granted two registrations for the trademarks 
MC GREGOR and MCGREGOR DONIGER to MeGregor Doniger Ine. on 
the applications filed by that company in 1957, the Patent Office 
also found it necessary to declare the nullity of those two regis- 
trations. 


(From Mexican Industrial Property Gazette for January of 
1961.) 


Sweden 
Legal Holidays 


The Swedish Patent Office, in accordance with a Decree which 
became effective on June 1, 1961, will be closed on all Saturdays 
from June 17, 1961 to and including September 9, 1961, and in 
future years it will be closed on all Saturdays during the months 


of June, July, August and September. Any term which expires 
on a Saturday during the periods mentioned will automatically be 


extended to the next business day. 
The other legal holidays in Sweden, on which the Patent Office 
is closed, may be of interest and they are set out hereunder: 


New Year’s Day 

Twelfth Day (January 6th) 

Good Friday 

Easter Eve 

Easter Monday 

The first day of May 

Ascension Day 

Whit Monday 

Midsummer Eve (the Friday preceding the Saturday 
which oceurs between June 20 and June 26 of each year) 

All Saints’ Day (the Saturday occurring during the period 
of October 31 to November 6) 

Christmas Eve (December 24th) 

Christmas Day (December 25th) 

Boxing Day (December 26th) 
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Relations Between the German Federal Republic and the 
German Democratic Republic* 


by Paul Abel** 


In (1959) 1.C.L.Q. 739 et seq. the writer referred to the ques- 
tion whether the International Convention for the Protection of 
Industrial Property, concluded in 1883 in Paris, and several times 
revised, is applicable in the relations between the German Federal 
Republic and the German Democratic Republic: a question an- 
swered in the negative by the Appeal Board of the Munich Patent 
Office. 

The German Federal Court (“Bundesgerichtshof”) has since 
been concerned with the question of the applicability, in relations 
between those two States (territories), of the Convention regard- 
ing International Registration of Trade Marks, concluded in 1891 
in Madrid and several times revised (hereinafter referred to as 
“Madrid Convention’’). The court ruled that trade marks regis- 
tered in the German Democratic Republie and then internationally 
registered at Berne have no effect in the German Federal Republic 
and are, therefore, not protected in the latter Republic.’ The main 
arguments used by the court were the following: 

The Madrid Convention is a collective agreement (“Kollektiv- 
abkommen’”’) and belongs to the category of international agree- 
ments which are not invalidated by outbreak of war or by 
temporary incapacity (“Handlungsunfaehigkeit”) of a member 
State. The German Reich adhered to that Convention in 1922. 
The Convention does not create an international trade mark, but 
provides that internationally registered trade marks are protected 
in all member States without the requirement of national registra- 
tion, unless a member State refuses protection in its territory for 
reasons stated in the Convention and within a fixed period. On 
January 16, 1956, the Government of the German Democratic 
Republic issued a memorandum—referred to in the writer’s earlier 
note—declaring that the International Conventions regarding In- 
dustrial Property to which the German Reich had been a party 





* Reprinted by permission from The International and Comparative Law Quarterly 
October, 1960. 

** Doctor of Laws (Vienna); Consultant on International Law and on Law of 
Industrial Property and Copyright (London); Member of the British Group of the 
International Association for the Protection of Industrial Property. 

1. Decision dated December 18, 1959, numbered I ZR 154/58, reported in 
GEWERBLICHER RECHTSSCHUTZ UND URHEBERRECHT (foreign and international part), 
1960, pp. 235 et seq. with a note by Hefermehl. 
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are again applicable in the German Democratic Republic. The 
court pointed out that that Declaration cannot be considered a 
continuation of the membership of the German Reich to the Madrid 
Convention, but has to be treated according to the principles 
applicable in the case of adherence of a State to collective agree- 
ments. Such adherence is provided for in the Madrid Convention. 
But, the court continued, only subjects of the law of nations 
(“Voelkerrechtssubjekte’) can be members of an international 
agreement. The fact that the German Democratic Republic exer 
cises in its territory some kind of sovereignty (“Hoheitsgewalt’’) 
does not lead to the formation of a new subject of international 
law; to effect that some form of recognition is required. As the 
German Federal Republic does not recognize the organisation, 
called German Democratic Republic, to be a State, it cannot be 
considered by the German Federal Republic to be a new subject of 
international law and it lacks, therefore, the capacity of adhering 
to international agreements. It follows therefrom that the adher- 
ence of the so-called German Democratic Republic to the Madrid 
Convention cannot have any effect as far as the German Federal 
Republic is concerned. For these reasons the court arrived at the 
conclusion that trade marks internationally registered at Berne in 
the name of physical or juristic persons in the German Democratic 
Republic do not enjoy protection in the German Federal Republic. 


Addendum 


Note: Mr. Abel informs us that the Portuguese Supreme 
Court (Supreme Tribunal de Justice) has taken the same attitude 
as the German Federal Court at Karlsruhe. In a decision issued in 
June 1960 the Portuguese Court said that a trademark interna- 
tionally registered based on a Czechoslovak registration could not 
get protection in Portugal because Portugal did not recognize 
the territory which formed the German Democratic Union to be 
a state and it could, therefore, not be a party to the Madrid Agree- 
ment. But the Court added that there was no objection that resi- 
dents in that territory would apply direct for registration of their 
marks in Portugal, priority, however, could not be claimed of 
registrations made within the period provided for in the Paris 
Convention.’ 








2. See note 1, 1961, pp. 44 et seg., and in PATENT-MUSTER-UND ZEICHENBLAT1 
(Berlin), 1961, pp. 195 et seq. 
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PATENT OFFICE 


Trademark Statistics 
Cumulative 
January-May 
1961 1960 
Applications filed 10,019 9,831 
Registrations issued 
Principal Register 6,770 
Supplemental Register 368 


_ —reaern al cm 7,138 8,035 
Renewals 1,487 1,665 
Sec. 12(c), publications 172 209 
Sec. 8, affidavits filed 6,567 5,217 
See. 8, cancellations 2,086 2,007 
Cancellations, other &8 69 
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RECENT PUBLICATION 


1961 Supplement to: THe Law or UNFAIR COMPETITION AND TRADE- 
Marks. By Rudolf Callmann. Mendelein, Illinois, Callaghan & Company, 
1961. These Five Pocket Parts contain relevant material made available 
since the publication of the parent volumes. The price for this 196] 


Supplement is $32.50. 








* Copies of these articles are available for reference in the Association’s library. 

+ World Trade Information Service, Operations Reports, Part 2, may be ordered from 
Dept. of Commerce Field Offices or from Supt. of Documents, U. S. Govt. Printing 
Off., Wash. 25, D. C. (Single copy 10¢; annual subscription $6 ($11 for foreign 


mailing).) Make remittance payable to the Supt. of Documents, 











THE TRADEMARK REPORTER ™ 


PART Il 


THE SEVEN-UP COMPANY v. GREEN MILL BEVERAGE COMPANY et al. 


No. 58 C 1478 —D.C.,N. D. Ill., E. Div. —February 3, 1961 
— 128 USPQ 284 


500.74a—COURTS—PLEADING AND PRACTICE—EVIDENCE—IN GENERAL 
Defendant’s evidence of third party registrations similar to that of plaintiff 
held valid and material, and admissible over plaintiff’s objection. 
600.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
A side by side comparison of plaintiff’s mark 7 up and defendant’s mark 
FIZZ UP, together with the coloring and general layout of the labels, shows a simi 
larity which might well lead to confusion among purchasers. The marks are con 
fusingly similar. 
500.74a—COURTS—PLEADING AND PRACTICE—EVIDENCE—IN GENERAL 
500.74b—COURTS—PLEADING AND PRACTICE—EVIDENCE—SURVEYS 
Plaintiff’s evidence of confusion, including the testimony of a number of wit 
nesses, a reaction survey, and movies of interviews taken with a concealed camera 
in a supermarket, held to demonstrate a likelihood of confusion. 
500.14—COURTS—BASIS OF RELIEF—COLORABLE IMITATIONS 
500.53—COURTS—SCOPE OF RELIEF—ATTORNEY’S FEES 
Defendant may have adopted its original mark 1 up with the intention of 
trading upon plaintiff’s business reputation and good will, but the evidence is not 
sufficient to sustain such a finding with regard to defendant’s present mark FIzz UP, 
especially in view of the third party up registrations offered in evidence by defen 
dant ; accordingly attorney’s fees will not be accorded. 


Action by The Seven-Up Company v. Green Mill Beverage Company 
and Spring Beverage Company, Inc., for trademark infringement and un- 
fair competition. Judgment for plaintiff. 


Beverly W. Pattishall, W. Thomas Hofstetter, Robert M. Newbury, and 
Woodson, Pattishall & Garner, all of Chicago, Illinois, and John T. 
Tabor and Stewart Bakula, both of St. Louis, Missouri, for plaintiff. 

John C. Brezina, John F. Brezina, Richard E. Alexander, and Brezina & 
Buckingham, all of Chicago, Illinois, for defendants. 

Wua\, District Judge. 


FINDINGS OF Fact 
1. Plaintiff, The Seven-Up Company, is a Missouri corporation, lo- 
eated and having its principal office and place of business at 1300 Delmar 
Boulevard, in the City of St. Louis, State of Missouri. 
2. Defendants, Green Mill Beverage Company and Spring Beverage 
Company, Inc., are Illinois corporations located and having their principal 
office and place of business at 1307 South Pulaski Road, in the City of 
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Chicago, State of Illinois, and are residents and inhabitants of the Northern 


District of Illinois, Eastern Division. 


3. The value in controversy herein exceeds Ten Thousand Dollars 


($10,000) exclusive of interest and costs. 


4. Plaintiff adopted and commenced using its trademark 7 UP (also 
written SEVEN-UP) on or about August 7, 1928, for a soft drink beverage, 
and for flavors and extracts for making such soft drink beverage, and 
plaintiff has continuously used, and now uses, said trademark in the manu- 
facture and sale of an extract and flavoring for making a soft drink 


beverage. 


5. Plaintiff adopted its corporate name, The Seven-Up Company, on 
October 17, 1936 and plaintiff has been known throughout the United States, 


by its said name and has continuously used its said name throughout the 


United States, and plaintiff’s said name has continuously indicated and 


signified plaintiff and its business to the trade and public. 


6. The extract and flavoring for making the lemon-lime soft drink 
beverage which plaintiff manufactures and sells under its name and trade- 
mark 7 up are sold throughout the United States, including the State of 
Illinois, County of Cook, and City of Chicago, exclusively to plaintiff’s 
franchised 7 up bottlers who manufacture from said extract and flavoring, 
under plaintiff’s license, direction, and control, and sell a soft drink bev- 
erage under plaintiff’s name and trademark 7 UP. 


7. Plaintiff duly registered its trademark 7 UP (SEVEN-UP) in the 
United States Patent Office on February 5, 1929 (Reg. No. 252,350), Jan- 
uary 7, 1936 (Reg. No. 331,345), February 9, 1943 (Reg. No. 399,995), 
October 26, 1943 (Reg. No. 403,990), March 14, 1944 (Reg. No. 406,182), 
December 11, 1945 (Reg. No. 418,191), September 21, 1954 (Reg. No. 
595,639), August 14, 1956 (Reg. No. 632,795), and January 8, 1957 (Reg. 
No. 639,769), and plaintiff registered its trademark 7 up with the Secretary 
of State of the State of Illinois on April 14, 1943 (Reg. No. 19.884), and 
all of said registrations are valid and subsisting, unrevoked and uncan- 
celed, and are owned by plaintiff, and plaintiff’s federal registrations, Nos. 
252,350; 331,345; 399,995; 403,990; 406,182; 418,191, and 595,639, have 
become and now are incontestable under the provisions of the United States 
Trademark Act. 


8. Plaintiff has spent more than Fifty Million Dollars in distinctive 
advertising of its 7 up brand of soft drink beverage throughout the United 
States, including the State of Illinois, County of Cook, and City of 
Chicago, and said distinctive advertising has long since become, and now 
is, well and favorably known to the trade and public throughout the United 
States. 
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9. Plaintiff and its franchised bottlers sell, and for many years have 
sold, many millions of cases of 7 uP, and said sales aggregate many millions 


of dollars annually. 


10. Plaintiff and its franchised bottlers sell, and for many years have 
sold, plaintiff’s 7 up brand of soft drink in a distinctively designed dress 
and under distinctive labels and in distinctive cartons, cases and bottles 
which long since have acquired, and now have, a secondary meaning sig- 


nifying plaintiff and its soft drink beverage. 


11. Plaintiff has a large and valuable business in the sale of its ex- 
tracts and flavorings for making its aforesaid 7 up soft drink beverage, 
and plaintiff is the owner of a valuable good will, worth many millions 
of dollars, represented and symbolized by its aforesaid name and trade- 


mark 7 up (also SEVEN-UP). 


12. The soft drink beverage sold under plaintiff's name and trade- 
mark 7 UP is now, and always has been, of high quality and has become 
well and favorably known by the trade and public, and plaintiff’s name 
and trademark 7 up is the means by which said soft drink is identified by 
the trade and public with plaintiff and its business. 


13. As a result of plaintiff’s distinctive advertising and sales under 
its name and trademark 7 up, and as a result of the consistently high 


quality of the soft drink beverage offered for sale and sold under plaintiff’s 


said name and trademark, 7 up has come to represent, to the trade and 
public, a soft drink beverage offered for sale and sold by plaintiff or a 
concern legitimately connected with, licensed by, or controlled by plaintiff, 
and plaintiff’s name and trademark 7 up has acquired a distinctiveness 
and a secondary meaning signifying plaintiff and its lemon-lime soft 


drink beverage. 


14. On or about February 7, 1958, and long subsequent to the adop- 
tion and use of the name and trademark 7 up by plaintiff, and long sub- 
sequent to the acquisition of the distinctiveness and secondary meaning 
of plaintiff’s name and trademark 7 up, defendant Spring Beverage Com- 
pany, Inc., acquired an inventory of bottles, labels, cartons, cases, display 
pieces and crowns, all bearing the trademark Fizz up, and an Illinois reg- 
istration of F1zz uP, No. 31,177, dated April 15, 1955, from California Bev- 
erage Company, Chicago, Illinois, and defendants thereafter commenced 
advertising, selling and offering for sale, in interstate commerce, a lemon- 
lime soft drink beverage under said trademark F1zz UP. 


15. Defendants’ trademark Fizz up simulates and colorably imitates 
plaintiff’s trademark 7 up and defendants’ use of F1zz uP simulates plain- 
tiff’s distinctive advertising and the over-all appearance of plaintiff’s dis- 
tinctive 7 Up labels, cartons, bottles, crowns and cases. 
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16. Defendants’ use of Fizz UP in connection with the advertising, sale, 
or offering for sale of a soft drink beverage is likely to cause, and has 
caused, confusion, mistake or deception of purchasers and potential pur- 
chasers as to the source of said beverage in that defendants’ beverage is 
likely to be attributed, and has been attributed, to plaintiff or to a concern 
legitimately connected with, licensed by, or controlled by plaintiff. 


17. Plaintiff’s evidence in the form of a stratified and randomized 
reaction test and sound motion picture interviews demonstrates that a 
substantial percentage of those who encounter defendants’ Fizz up soft 
drink believe that it emanates from plaintiff. 


18. Defendants’ use of FIzz UP irreparably damages plaintiff but be- 
cause defendants are relatively small, localized and of little impact on the 
soft drink market in the Chicago area, the amount of damages to plaintiff 
growing out of customer deception in actual purchaser transactions is not 
shown by the evidence to have been more than slight. 


19. Unless defendants, and each of them, are enjoined from using 
the trademark FIzz uP, or any other colorable imitation of plaintiff’s name 
and trademark 7 up, in connection with the sale or offering for sale of a 
soft drink beverage, plaintiff will continue to suffer irreparable damage to 
its business and good will, and the trade and public will continue to be 
confronted with the likelihood of confusion, mistake or deception as to the 
source of defendants’ beverage. 


20. Defendants’ use of FIZZ UP unjustly enriches defendants by en- 
abling them unfairly to trade upon and appropriate plaintiff’s good will. 


21. Defendants’ and their predecessor’s use and registration of FIZZ UP 
since April 1955 was without plaintiff’s consent. 


22. The use and registration of trademarks employing the suffix up 
by third parties, as shown by defendants, namely, TALK UP, COTT UP, BUBBLE 
UP, CHEER UP, FRESH UP, WAKE UP, VAN UP, KINGS UP, LIMBER UP, DANIEL’S 
SET UP, TONE UP, UP & UP, SET UP, SALES UP, WISE UP, HEADS UP, ACES 
UP, TEE UP, and GET UP, has not conditioned the public mind so as to pre- 
clude confusion and likelihood of confusion with plaintiff and plaintiff’s 
trademark 7 up (SEVEN-UP) arising out of the use of Fizz up for lemon-lime 
soft drink beverages. 


MEMORANDUM OPINION 


Defendants’ evidence relating to third party uses was admitted sub- 
ject to objections of plaintiff stated in the record. The objections are now 
overruled and such evidence held valid and material. In view of the whole 
record however the Court finds such evidence to be insufficient to sustain 
defendants’ claim to the right to use the accused trademark or to use the 
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word uP as a suffix following the word Fizz without infringement of the 
plaintiff’s trademark 7-up and without being guilty of unfair competition 
with the trademark 7-uUP. 

The evidence fails to sustain the defense of laches as pleaded in the 
answer. 

A side by side comparison by the Court of the defendants’ trademark 
including its form and coloring as displayed on its bottle, with plaintiff’s 
trademark including its label as displayed on its bottle, such as were used 
in marketing the products of the parties, shows a similarity that might 
well lead to confusion as to the source of the defendants’ product and to 
deceive an unobservant purchaser as to the source or origin of the goods 
being sold under defendants’ trademark. Furthermore, the six-bottle pack 
bearing defendants’ trademark and used in marketing its product has suf- 
ficient similarity to the pack used by the plaintiff to strengthen the likeli- 
hood of confusion and deception. 

Plaintiff’s evidence strengthens its case far beyond the showing of a 
similarity between the trademarks. The plaintiff produced other evidence 
which, taken with the similarity or even without the similarity aforesaid, 
is sufficient to show actual confusion and likelihood of confusion to pur- 
chasers and potential purchasers as to the source of goods sold under de- 
fendants’ trademark. A considerable number of witnesses testified for the 


plaintiff, that due to the similarity of the trademarks, their words and 
coloring, they had actually bought F1zz-up with the belief that its original 
source or manufacturer was 7-UP. 


The plaintiff produced evidence of a reaction test conducted by the 
plaintiff under the professional direction of Professor Britt of North- 
western University faculty, who qualified as an expert in marketing and 
in making surveys, to determine the reaction of persons confronted with 
a bottle of F1zz-up as to their belief as to its source and origin. Not fewer 
than 25 per cent of those interviewed during the conduct of the so-called 
reaction test stated their belief that the source and origin of FIzz-UP was 
7-UP. 

The plaintiff likewise conducted an interview test with persons who 
passed the display of Fizz-up bottles in a supermarket in the area of Home- 
wood to determine the belief of those interviewed as to the origin of the 
product displayed under the defendants’ trademark. Not fewer than 25 
per cent of those so interviewed stated their belief that the source of the 
product sold under the defendants’ trademark was 7-Up. The last men- 
tioned interviews were recorded by hidden sound motion picture camera 
and the interviewer and those interviewed during the interviews were 
thereby recorded on film so that the interviews could be reproduced in 
Court, and part of them were so reproduced and heard and observed by 





590 THE TRADEMARK REPORTER 


Vol. 51 TMR 





the Court. The evidence shows that the recordings not reproduced had 
been unintentionally garbled or faultily taken due to mechanical difficulties. 
The Court finds that the persons interviewed in the reaction test were 


selected by a plan calculated to secure interviews on both a stratified and 


a randomized basis; that the plan was carried out as made and resulted 
in interviews of persons of varied age, sex, locality, and economic status 
in nine different areas in the City of Chicago by interviewing each third 
person passing the interviewer on the streets where the interviews were 
secured. I find that the plan was explained in Court and the method of 
taking and recording the interviews was described by a supervisor and an 
interviewer and was supported by the introduction of the interviews in 
writing; that such witnesses were credible and believed by the Court and 
the written interviews found to reflect the results of the interviews. 

The Court further finds that both the reaction tests and the movie 
interviews produced credible evidence of confusion on the part of a sub- 
stantial percentage of the approximately 1,000 persons interviewed in the 
reaction tests and of the large number of those interviewed in the super- 
market in the Homewood area as reflected by the movie and that such 
interviews were truly reported in plaintiff’s evidence; from all of plaintiff’s 
evidence aforesaid the Court finds that the use by the defendants of the 
accused trademark in marketing their product has caused and is likely 
to cause confusion or mistake and to deceive purchasers as to the source 
of defendants’ goods and to cause a substantial percentage of purchasers 
to believe that defendants’ product was actually produced by plaintiff. 

The Court finds that the defendants deliberately used the infringing 
mark from 1958 to date but the Court does not find, under all the evidence, 
that such use was with deliberate and willful intent to infringe plaintiff 
mark or to defraud and deceive purchasers. Defendant may have begun 
the use of 1-up with such intent but that does not necessarily establish such 
intent with relation to rizz-up. They gave up the use of l-up and they 
may well have begun or continued the use of F1zz-up with the honest belief 
that it did not infringe and was not likely to confuse or deceive purchasers. 
Their knowledge and observation that other marks which contained the 
word up as shown by defendants’ evidence, may have led them in good 
faith to believe that FIzz-up was sufficiently unlike 7-up as not to consti- 
tute an infringement and not to deceive. The evidence shows that they 
purchased and used the accused mark without knowledge that the plaintiff 
had protested its use by the owner from whom he purchased. The Court 
finds that the use of the mark by defendants was without deliberate and 
willful intent to infringe plaintiff’s trademark or to deceive the purchasing 
publie. 

The infringing defendants are a comparatively small local manufac- 
turer and dealer in soft-drinks and the portion of its business involving 
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the accused mark did not exceed 10 per cent of the total. The amount of 
damages to the plaintiff growing out of actual customer deception in true 
purchaser transactions is not shown by the evidence to have been more 
than slight. 

Plaintiff is entitled to an injunction as prayed with provision that 
within thirty days following the date of the injunction the defendants 
shall make showing by proper affidavit before Judge Campbell that they 
have complied with and will continue to comply with the terms and con- 
ditions of the injunctions. 

Court costs shall be assessed against the defendants, but not attorneys’ 
fees of or on behalf of plaintiff. 


CONCLUSIONS OF LAW 


1. The court has jurisdiction over the parties and the subject matter 


herein. 


2. Plaintiff’s long priority and continuous use of the name and trade- 
mark 7-Up (SEVEN-UP) for a soft drink beverage entitles plaintiff to the 
right to the exclusive use of said name and trademark and to be free from 
the use of said name or trademark, or any simulation or colorable imitation 
thereof, by others. 


3. Plaintiff’s Illinois trademark registration, No. 19,884, and federal 
trademark registrations, Nos. 632,795; 399,995; 403,990; 639,769; 406,182; 
418,191; 595,639 ; 252,350; 331,345 are valid and subsisting, and plaintiff's 
registration Nos. 252,350; 331,345; 399,995 ; 403,990 ; 406,182; 418,191; and 
595,639 have become incontestable and afford plaintiff a conclusive pre- 
sumption of the exclusive right to use said registered trademark 7 uP 
(SEVEN-UP) for a soft drink beverage and extracts and flavorings for mak- 
ing a soft drink beverage. 


4. Defendants’ use of Frizz up for a soft drink beverage constitutes 
statutory trademark infringement of plaintiff's registered trademark 7 UP 


(SEVEN-UP) in violation of the trademark statutes of the United States 
(15 U.S.C. 1051-1127) and of the State of Illinois (Ill.Rev.Stat. 1960, Ch. 
140). 


5. Defendants’ Illinois registration, No. 31,177, is invalid and affords 
defendants no rights in the trademark Fizz UP. 

6. Defendants’ use of Fizz up for a soft drink beverage constitutes 
common law trademark infringement of plaintiff’s trademark 7 up (SEVEN- 
UP). 

7. Defendants’ use of Fizz up for a soft drink beverage constitutes 
unfair competition with plaintiff and unjustly enriches defendants to the 
detriment of plaintiff. 










_THE TRADEMARK REPORTER Vol. 51 TMR 








8. Plaintiff’s delay in bringing suit does not constitute laches and is 
no valid defense to defendants. 







9. The uses and registrations of trademarks employing the suffix uP 
by third parties do not entitle defendants to use the suffix up following 
the word Fizz as a trademark for a soft drink beverage without infringing 
plaintiff’s trademark 7 UP (SEVEN-UP) and without being guilty of unfair 
competition with plaintiff, and said uses and registrations constitute no 
defense for defendants. 










10. Plaintiff has no adequate remedy at law. 





11. Plaintiff is entitled to judgment as follows: 










(1) Defendants, and each of them, their agents, attorneys, employees, 
servants, privies, representatives, successors, and assigns, and any and all 
persons acting by, through or under authority from defendants, either sepa- 
rately or jointly, shall be enjoined and restrained permanently from using 
the designation F1zzZ Up either as a trademark or as a part of advertising 
in connection with the sale or offering for sale of a soft drink beverage, 
or doing any other acts likely to dilute plaintiff’s trademark 7 UP (SEVEN- 
UP) or plaintiff’s distinctive advertising or distinctive labels or containers, 
or likely to induce a belief on the part of the trade or public that defen- 
dants’ soft drink beverage is plaintiff’s soft drink beverage, or that de- 
fendants’ business or soft drink beverage is in any way connected or 
affiliated with or licensed, sanctioned or approved by plaintiff. 















(2) Defendants, and each of them, their agents, attorneys, employees, 
servants, privies, representatives, successors, and assigns, and any and all 
persons acting by, through, or under authority from defendants, either 
separately or jointly, shall be required: 








(a) to deliver up for destruction all of defendants’ labels, bottles, 
cartons, crowns, boxes, signs, cases, posters, and advertising, promotional, 
and any and all other materials whatsoever, bearing the designation FIzz UP, 
or simulating plaintiff’s distinctive labels, bottles, cartons, or advertising; 
and, 












(b) To pay to plaintiff its taxable costs in this action; and, 


(ce) to make a showing to this Court within thirty days, by proper 
affidavit, that they have complied with and will continue to comply with 
the terms and conditions of the foregoing. 
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JOHN P. DANT DISTILLERY CO. v. SCHENLEY DISTILLERS, INC. 
No. 3044—D. C., W. D. Kentucky — August 9, 1960 — 128 USPQ 456 


500.32d—COURTS—BASIS OF RELIEF—IN GENERAL 
The essence of unfair competition is in palming off one person’s goods for those 
of another, and nothing less than conduct tending to show, by direet or circum 
stantial evidence, the intention to so palm off merchandise will constitute unfair 
competition. 
500.32d—COURTS—BASIS OF RELIEF—SURNAMES 
Failure to take action to limit use of family name for more than 40 years 
makes it inequitable to enjoin or attempt to curtail continuation thereof. 


Action by John P. Dant Distillery Co. v. Schenley Distillers, Inc., for 
declaratory judgment as to rights in trademark and trade name in which 
defendant counterclaims against plaintiff and John P. Dant, Jr., third- 
party defendant, for trademark infringement and unfair competition. 
Judgment for plaintiff and third-party defendant. 


Oldham Clarke, Henry E. McElwain, Jr., and McElwain, Dinning, Clarke 
d& Winstead, all of Louisville, Kentucky, for plaintiff and third-party 
defendant. 

Alex Friedman, Richard Blum, and Blum, Moscovitz, Friedman & Blum, 
all of New York, N.Y., and Joseph J. Kaplan and Ben F. Washer, 
both of Louisville, Kentucky, for defendant. 


SHELBOURNE, District Judge. 

This action was instituted by John P. Dant Distillery Co., against 
Schenley Distillers, Inc., by the filing of a complaint November 21, 1955. 
Plaintiff invoked jurisdiction of this Court on diversity of citizenship 
between the plaintiff and the defendant. Plaintiff sought a declaration 
of rights with respect to the trademark under which it markets whiskey 
and its corporate name, and sought injunctions protecting it in the con- 
tinuation of its alleged right to use the trademark and its corporate name. 

Defendant filed its answer April 4, 1957, denying in detail the ma- 
terial averments of the complaint and by counterclaim it sought an in- 
junction against plaintiff and against John P. Dant, Jr., president of 
plaintiff corporation, who was made a third-party defendant. The in- 
junction sought by defendant on its counterclaim and third-party com- 
plaint would enjoin the alleged infringement upon registered trademarks 
of defendant and also enjoin plaintiff and third-party defendant from 
alleged unfair competition with defendant by the use of the name JOHN P. 
DANT or any use of the name DANT, alone or in combination, as trade- 
marks or trade names in connection with the distilling and marketing 
of whiskey. 

Plaintiff’s reply to defendant’s counterclaim and the answer of John 
P. Dant, Jr., third-party defendant, to the third-party complaint was filed 
February 12, 1958, and contained two defenses. Plaintiff admitted the 
facts constituting jurisdiction of the counterclaim and denied the re- 
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maining material allegations of the counterclaim. Plaintiff alleged affirma- 
tively that the defendant was seeking to appropriate to itself the exclusive 
use of the family name DANT; that JOHN P. DANT was a part of the cor- 
porate name of plaintiff, the name of its trademark on its labels in the 
sale of whiskey, and the personal name of third-party defendant and its 
eurrent president. It was alleged that the use of the common surname 
DANT by the plaintiff, the third-party defendant, and their predecessor 
users of said trade and corporate name was and had always been reason- 
able, honest and fair, and that the labels and corporate name were not 
identical with or an imitation of defendant’s trademark J. w. DANT. It 
was alleged that concurrent and competing use of the marks JOHN P. DANT 
and J. W. DANT had existed in the whiskey business for 50 years without 
protest. In the second defense it was alleged that, by reason of the busi- 
ness relations and the ownership of stock of the plaintiff’s predecessor 
by George W. Dant, the president and principal owner of the stock of 
defendant’s predecessor corporation, the defendant was estopped to now 
question the right of the plaintiff and the third-party defendant to use 
and continue to use the corporate name JOHN P. DANT DISTILLERY CO., and 
to use the trademark JOHN P. DANT on its whiskey. 

The case was tried to the Court without a jury on December 17 and 
18, 1958, and final briefs were submitted by counsel for the parties on 
June 3, 1960. 


FINDINGS OF Fact 


From the testimony heard at the trial, the exhibits, and the exhaustive 
briefs filed by counsel, the Court makes the following findings of fact: 


1. The plaintiff, John P. Dant Distillery Co., is a corporation created 
under the laws of the State of Kentucky, and was incorporated February 
25, 1946, under the corporate name of “John P. Dant Distributing Co.”; 


av, 


by amendment, its corporate name was changed to “John P. Dant Distil- 
lery Co.,” on December 15, 1954. It has used the name JOHN P. DANT as 
a part of its corporate name and as a trademark in advertising and pack- 


aging its products during its entire corporate existence. 


2. John P. Dant, Jr., president of plaintiff corporation since its or- 
ganization and third-party defendant in this action, is the son of John P. 
Dant, Sr., and the grandson of Joseph Washington Dant (hereinafter 
referred to as J. W. Dant). He became associated with his father in 
the whiskey business in Louisville, Kentucky, in 1913. When the John 
P. Dant Distillery Company, Inc., located at Meadowlawn, Jefferson 
County, Kentucky, was organized November 28, 1933, John P. Dant, Jr., 
was one of the incorporators and vice-president of the corporation. Upon 
the death of his father on April 18, 1944, he became president of the 
John P. Dant Distillery Company, Ine., which office he held until Feb- 
ruary, 1954, when he and his two sisters sold their interest in the cor- 
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poration to R. L. Buse of Cincinnati, Ohio. John P. Dant, Jr., was one 
of the incorporators of the John P. Dant Distributing Co., in 1946, which 
later became the John P. Dant Distillery Co., plaintiff in this action 


3. John P. Dant, Sr., was one of the seven sons of J. W. Dant and a 
brother of George Washington Dant (referred to herein as George W. 
Dant). From 1875 to 1883, he worked as a distiller for his father at the 
J. W. Dant Distillery at Dant, Marion County, Kentucky. In 1890, he 
began operations in Louisville as the “Pioneer Bottling House,” later 
changed to “John P. Dant,” and shortly afterward became a partner in 
the firm of Dant and Carter. From 1912 to 1922, he was connected with 
the Smith Distillery Company at Chicago, Marion County, Kentucky; he 
was president and a major stockholder of the company. When the John P. 
Dant Distillery Company, Inc., was organized in 1933, he was one of the 
incorporators, became president, and remained in that position until his 


death in April, 1944. 


4. The John P. Dant Distillery Company, Inc., was incorporated 
November 28, 1933, and operated a distillery at Meadowlawn, Jefferson 
County, Kentucky. Following the sale of the interest of John P. Dant, Jr., 
and his two sisters in the corporation in February, 1954, its articles of 
incorporation were amended and its corporate name became “Old Boone 
Distillery Co.” on December 10, 1954. 


5. By a written assignment dated February 15, 1954, the John P. 
Dant Distillery Company, Inc., transferred to John P. Dant, Jr., the 
trademark JOHN P. DANT, together with the good will of the business of 
the John P. Dant Distillery Company, Inc., in connection with which 
the trademark JOHN P. DANT was used. 

By a writing dated October 11, 1955, John P. Dant, Jr., transferred 
and assigned to the John P. Dant Distillery Co. (formerly John P. Dant 
Distributing Co.) the trademark JOHN Pp. DANT and the good will of the 
business with which that mark was used, with the provision that upon 
the termination of the connection of John P. Dant, Jr., with the John P. 
Dant Distillery Co., or upon his death, the corporation was to transfer and 
assign the trademark to John P. Dant, Jr., or his personal representative. 


6. J. W. Dant died in 1902 and, in part, his will provided: 


“T desire that after my death no wiskey subsequently made be 
branded with my name, the use of which as a brand for wiskey shall 
then cease, except that any contracts previously made shall be carried 
out in good faith, and even in the absence of my outstanding con- 
tracts should I die during a distilling season, the product of that 
season’s run may be branded as heretofore.” 


7. Upon the death of his father, J. W. Dant, in 1902, George W. 


T 


Dant became president of The Dant Distillery Co., Inc., at Dant, Ken- 
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tucky, and remained as president and controlling stockholder until his 
death on April 25, 1943. He was also a stockholder in the John P. Dant 
Distillery Company, Inc., and his will, in part provided: 
“T desire that all interest of value that may be found in my 
possession in the John P. Dant Distillery Company, Inc., go to the 


living heirs of my brother John, at cost or market, whichever is 
the lower.” 


8. December 27, 1897, the J. W. Dant Distillery at Dant, Kentucky, 
was incorporated under the name of “The Dant Distillery Co., Inc.,” with 
J. W. Dant as president. The other incorporators were four of his sons: 
Joseph Bernard, Thomas Sidney, William Wallace, and George W. Dant. 
As stated above, George W. Dant became president in 1902. The Dant 
Distillery Co., Inc., obtained two trademark registrations. The first one 
was for the brand name J. Ww. DANT in script form, No. 320,981, dated 
January 15, 1935, for whiskey, and included a design of four kernels of 
corn in which the name DANT appeared and the words “Est’d in 1836.” 
The second registration was for the brand name J. W. DANT in block form, 
No. 376,057, dated March 12, 1940, for whiskey. 


9. Subsequent to the death of George W. Dant in 1943, the assets, 
stock, and trademarks of The Dant Distillery Co., Inc., were acquired by 
United Distillers of America, Inc., and United Distillers of America, Ltd. 


10. The defendant, Schenley Distillers, Inc., is a corporation created 
under the laws of the State of Delaware. On March 5, 1953, defendant 
acquired by assignment from United Distillers of America, Inec., and 
United Distillers of America, Ltd., all of the assets and good will of 
The Dant Distillery Co., Inc., including the corporate name and the trade- 
mark J. W. DANT, the registrations thereof, and the good will of the busi- 
ness connected therewith. On the same date, March 5, 1953, the corporate 
name of The Dant Distillery Co., Inc., was changed to “The A. H. Cor- 
poration’, and the defendant organized a new Kentucky corporation under 
the name of “The Dant Distillery Company.” The A. H. Corporation 
was subsequently dissolved. 


11. Defendant in this action contends that J. W. Dant began the 
business of distilling and selling whiskey in 1836 under the trademark 
J. W. DANT. However, the Court is inclined to agree with the statement 
of an examiner of the Patent Office in a report, which is a part of De- 
fendant’s Exhibit No. 10, wherein he said: 


“The petitioner (The Dant Distillery Co., Inc.) claims 1836 as 
its earliest date of use. The record, however, is deemed insufficient to 
support this claim. It does satisfactorily appear that the petitioner 
through predecessors in business has had use of this mark since before 
the year 1890, * * *.” (Parenthetical expression added.) 
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12. During the period George W. Dant was president of The Dant 
Distillery Co., Inc., from 1902 until his death in 1943, John P. Dant, Sr., 
and John P. Dant, Jr., after 1913, were engaged in the whiskey business 
in Kentucky. From the organization of the John P. Dant Distillery Com- 
pany, Inc., in 1933 until the death of George W. Dant in 1943, there were 
trade relations between The Dant Distillery Co., Inc., and the John P. 
Dant Distillery Company, Ine., of which latter corporation George W. 
Dant was a substantial stockholder although he was president of the 
former corporation. At no time during the lifetime of George W. Dant 
did The Dant Distillery, Co. Inc., take any court action to terminate or 
make any objection whatever, of which there is now evidence, to the use 
of the name DANT by the John P. Dant Distillery Company, Inc., as a 


trademark of its whiskey or as a part of its corporate name. For some 
40 years, at least John P. Dant, Sr., and George W. Dant were engaged 
in the whiskey business, each and both using the surname DANT, either alone 


or in combination, as a trademark or as a business or corporate name. 


13. It is clearly shown by the evidence that the volume of the busi- 
ness conducted by the plaintiff corporation is small in comparison with 
the volume of the business of the defendant’s corporation. Defendant’s 
gross sales of whiskey sold under the brand names of J. W. DANT and 
J. W. DANT OLD BOURBON for the period from March 1, 1953, to October 31, 
1958, amounted to $150,000,000. The competition in sales is negligible and 
the proof of confusion is unconvincing. 


CONCLUSIONS OF Law 
The Court makes the following conclusions of law: 


1. This Court has jurisdiction of the matters involved in the com- 
plaint of the plaintiff. 28 U.S.C. § 1332. It also has jurisdiction of the 
matters involved in the counterclaim and third-party complaint filed by 
the defendant. 28 U.S.C. § 1338(a) and (b). 


2. The law of this case is practically the same whether controlled by 
the law of Kentucky or the federal law. Compare Country Distillers Prod- 
ucts, Inc. v. Samuels, Inc. (Country Distillers Products, Inc. v. Old Sam- 
uels Distillery, Inc.), 309 Ky. 262; Churchill Downs Distilling Co. v. 
Churchill Downs, Inc., 262 Ky. 567 (26 TMR 209); Kay Jewelry Co. v. 
Gay’s Jewelry, Inc., 277 S.W.2d 30, 105 USPQ 136 (45 TMR 575), with 
Neuhoff, Inc. v. Neuhoff Packing Co., 167 F.2d 459, 77 USPQ 144 (38 
TMR 532); National Distillers Products Corp. v. K. Taylor Distilling Co., 
Inc., 31 F.Supp. 611, 44 USPQ 561 (30 TMR 172), opinion by Judge 
Ford; Yellow Cab Transit Co. v. Lowisville Taxicab & Transfer Co., 147 
F.2d 407, 64 USPQ 348; Old Lexington Club Distillery Co. v. Kentucky 
Distilleries & Warehouse Co., 234 F. 464 (6 TMR 457), and Procter & 
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Gamble Co. ie J. L. Prescott Cé:. 102 F.2d 773, 40 USPQ 434 (29 TMR 
105). 

3. In Country Distillers Products, Inc. v. Samuels, Inc., 309 Ky. 262, 
269, the Kentucky Court of Appeals quotes with approval from a Canadian 


case cited in 107 A.L.R., p. 1282: 


“ “Every man has the undeniable right to the use of his patronymic 
name in his business and he cannot be absolutely restrained from 
using it, even though another person bearing the same name, previously 
established in a business of the same character, has adopted it; he 
can only be prevented from making use of it in such a way as to cause 
confusion.’ ’ 


That opinion then quotes the following statement from Stir, Baer & Fuller 
Dry Goods Co. v. American Piano Co., 211 F. 271, 274 (4 TMR 246, 249): 


““Tt is now settled beyond controversy that a family surname 
is incapable of exclusive appropriation in trade. The right of every 
man to use his own name in his business was declared in the law 
before the modern doctrine of unfair trade competition had arisen. 
It is part of the law of trademark. * * *. If, however, the name has 
previously become well known in trade, the second comer uses it 
subject to three important restrictions: (1) He may not affirmatively 
do anything to cause the public to believe that his article is made 
by the first manufacturer. (2) He must exercise reasonable care to 


prevent the public from so believing. (3) He must exercise reason- 
able care to prevent the public from believing that he is the successor 
in business of the first manufacturer. This duty to warn, however, 
must not be pressed so far as to make it impracticable for the second 
comer to use his name in trade.’ ”’ 


4. In Yellow Cab Transit Co. v. Louisville Taxicab & Transfer Co., 
147 F.2d 407, 414, 64 USPQ 348, 354, a statement of Mr. Justice Holmes 
in the opinion in L. E. Waterman Co. v. Modern Pen Co., 235 U.S. 88, 
94 (5 TMR 1, 3), is quoted: 


“ “But, whatever generality of expression there may have been in 
the earlier cases, it now is established that when the use of his own 
name upon his goods by a later competitor will and does lead the 
publie to understand that those goods are the product of a concern 
already established and well-known under that name, and when the 
profit of the confusion is known to and, if that be material, is in- 
tended by the later man, the law will require him to take reasonable 
precautions to prevent the mistake.’ ” 


There is no fixed rule by which to measure the degree of laches which is 
sufficient to bar the enforcement of a right. Each case must be determined 
according to its own particular facts and circumstances. Richardson v. 
Blue Grass Mining Co., 29 F.Supp. 658, affirmed 127 F.2d 291, certiorari 
denied 317 U.S. 639. 
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). It was stated in Anheuser-Busch v. DuBois Brewing Co., 175 F.2d 
370, 377, 81 USPQ 423, 429 (39 TMR 573), that a party should not be 
aided in equity by injunction where another has been permitted to conduct 


a localized operation over a long period of time. 


6. In Old Lexington Club Distillery Co. v. Kentucky Distilleries & 
Warehouse Co., 234 F. 464 (6 TMR 457), the Court said: 


“For one to permit another to build up a reputation for one’s 
goods under a trade name for a long period of time, and then to 
assert an exclusive right to that name and thereby acquire the benefit 
of the reputation and trade the other has built up, when it lay in 
the power of the former at any time to have arrested the use of the 
trade name by the latter, seems to me most inequitable, because, if 
the right had been asserted before the reputation was acquired, the 
infringer could have adopted another name and built his reputation 
on it.” 


This rule was reaffirmed in Procter & Gamble Co. v. J. L. Prescott Co.., 
102 F.2d 773, 780, 40 USPQ 434, 440-441 (29 TMR 105). 


7. George W. Dant’s ownership of stock in the plaintiff’s predecessor 
did not of itself estop the defendant to challenge plaintiff’s right to the 
use of the trademark JOHN P. DANT on its whiskey or to use the surname 
DANT in its corporate name. However, George W. Dant, as president of 
the Dant Distillery Co., Inc., not only stood by and observed John P. Dant, 
Sr., and John P. Dant, Jr., engage in business under the corporate name 
“John P. Dant Distillery Company, Inc.,” but he failed to take any 
affirmative action to circumscribe or limit the use of the name DANT in 
connection with the conduct of their whiskey business. It indicates to the 
Court either that George W. Dant did not regard the competition of 
the John P. Dant Distillery Company, Ine., as sufficient to justify the 
effort and expense incident to a court proceeding, or that the two brothers 
regarded the use of the family surname DANT as a mark of their products 
and as a part of their business or corporate name as a legitimate right 
of each. The fact that neither John P. Dant, Sr., nor John P. Dant, Jr., 
sought to register the trademark JOHN Pp. DANT indicates a feeling of 


security in the use of the surname DANT in connection with the conduct 


of their business. 


8. The Court is not convinced that the evidence affords any reason to 
conclude that the plaintiff, John P. Dant Distillery Co., or the third-party 
defendant, John P. Dant, Jr., has tried to substitute the products of the 
plaintiff corporation for the products of the defendant. The essence of 
unfair competition is in palming off one person’s goods for those of 
another and nothing less than conduct tending to show, by direct or cir- 
cumstantial evidence, the intention to so palm off merchandise will con- 
stitute unfair competition. Goodyear’s India Rubber Glove Co. v. Good- 
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year Rubber Co., 128 U.S. 598; Socony-Vacuum Oil Co. v. Rosen, 108 
F.2d 632, 635, 44 USPQ 379, 382 (30 TMR 165). 


9. The Court concludes that the use of the name DANT by the plain- 
tiff and third-party defendant in the whiskey business is legitimate, and 
that it would be inequitable at this late date in the history of their 
operations to enjoin or to attempt to curtail by injunction the continua- 


tion of their operations. 
CONCLUSION 
[It is, therefore, concluded by the Court that a judgment, declaring 
the rights of the plaintiff to use the trademark JOHN P. DANT and the cor- 
porate name “John P. Dant Distillery Co.,” as presently adopted and used, 
and dismissing the counterclaim and third-party complaint of the defen- 
dant, will be tendered by the plaintiff. 
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PHILCO CORPORATION, et al. v. WINER, doing business as 
PHILCO-YORK SERVICE COMPANY, et al. 


D. C., §. D. N. Y¥.—December 19, 1960 —128 USPQ 467 


74—COURTS—PLEADING AND PRACTICE—EVIDENCE 
While test of infringement is likelihood of confusion, and this is controlling 
in infringement cases, exhibits indicating instances of actual consumer confusion 
are clear evidence of a likelihood of confusion which cannot be seriously disputed. 
500.58a—COURTS—SCOPE OF RELIEF—PRELIMINARY INJUNCTION 
Preliminary injunction must be granted when it is clear that plaintiffs will 
suffer irreparable damage to good will and reputation unless defendant is enjoined. 


Action by Philco Corporation and Philco Distributors, Inc., v. Lee 
Winer, doing business as Philco-York Service Company and Bendix Service 
Company of New York, for trademark infringement and unfair competi- 
tion. Plaintiffs move for preliminary injunction. Motion granted. 


Donovan, Leisure, Newton & Irvine, of New York, N.Y., for plaintiffs. 
Samuel J. Stoll, of Jamaica, N.Y., for defendant. 


KAUFMAN, District Judge. 

Plaintiffs, the Phileo Corporation and its wholly owned subsidiary, 
Phileo Distributors, Inc., move for a preliminary injunction to restrain 
the defendant, Lee Winer, from using the names PHILCO and BENDIX in 
connection with the names of his businesses and in advertising and pub- 
licity for these businesses. 

Plaintiff, Phileo Corporation, is an internationally known manufac- 
turer of electrical appliances, while Phileo Distributors, Inc., is engaged 
in the distribution and maintenance of appliances manufactured by the 
parent corporation. Since 1919, Phileo Corporation has used the name 
PHILCO as a trade name for its products and services, and this name has 
been continually registered with the United States Patent Office and with 
the Secretary of State of New York State. In addition, in 1956, Philco 
Corporation purchased the business and good will of the Bendix Division 
of the Aveo Manufacturing Corporation, including all rights in the trade- 
mark BENDIX, which also has been registered in the United States Patent 
Office. Since then, the plaintiffs have used the name BENDIX in connec- 
tion with their products and services, now apparently exclusively in the 
form of PHILCO-BENDIX. 

Defendant Winer whose store is located at 3956 Broadway in New 
York City is engaged in the business of selling, renting and servicing 
electrical appliances in the New York City area. He operates under a 
variety of firm names, including Bendix Service of New York and 
Phileo-York Service of New York. It appears that he used the name 
Bendix Service of New York without objection from the plaintiffs or 
their predecessors, the Aveo Manufacturing Company, from 1949 until 
November 30, 1959. Defendant used the name PHILCO-YORK SERVICE OF 
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NEW YORK without objection by the plaintiffs from 1956 until November 
30, 1959. On that date, Phileco Corporation notified the defendant by 
letter that, because of numerous complaints from customers as to the 
quality of defendant’s service, defendant’s membership in the Phileo 
Factory Supervised Service System would be discontinued after December 
31, 1959. The letter further instructed the defendant to cease using Philco 
Corporation’s trademarks in any way subsequent to December 31, 1959. 

Prior to this date, defendant used these trademarks in customer in- 
voices, signs, and in extensive advertising in the alphabetical and classified 
telephone directories. After January 1, 1960, much of the defendant’s 
advertising in telephone directories has been discontinued, due to a policy 
of the telephone company not to accept such advertising unless the person 
seeking to place the a:lvertisement warrants either that he is the owner 
of the trade name sought to be used, or that he is authorized by the owner 
of the name to use it. However, it is not disputed that defendant still 
continues to use these names in the regular listings of the alphabetical 
and classified directories, as well as in signs at his place of business, 
customer invoices, and other customer contacts. 

It is this continued use which the plaintiffs seek to enjoin here. 
Plaintiffs premise their request for relief upon a claim of trademark 
infringement in violation of the Lanham Act, 15 U.S.C. § 1051 et seq., 
unfair competition, and also upon an alleged violation of Section 368-c 
of the New York General Business Law, MeKinney’s Consol. Laws, e. 20. 
In the view which I take of the case, it is necessary to discuss only the claim 


of trademark infringement. 
15 U.S.C. § 1114(1) provides, in relevant parts: 


“Any person who shall, in commerce, (a) use, without the consent 
of the registrant, any reproduction, counterfeit, copy, or colorable 
imitation of any registered mark in connection with the sale, offering 
for sale, or advertising of any goods or services on or in connection 
with which such use is likely to cause confusion or mistake or to 
deceive purchasers as to the source of origin of such goods or services 
* * * shall be liable to a civil action by the registrant for any or all 
of the remedies hereinafter provided in this chapter * * *.” 


15 U.S.C.A. § 1116 includes injunctive relief among the applicable remedies. 


The test for infringement of trademarks is clearly set out in the 
statutory language itself: the likelihood of customer confusion. See Ad- 
miral Corp. v. Penco, Inc., 203 F.2d 517, 97 USPQ 24 (48 TMR 616); 
G. B. Kent & Sons, Limited v. P. Lorillard Co., 114 F.Supp. 621, 626, 98 
USPQ 404, 407 (44 TMR 153), affirmed 210 F.2d 953, 101 USPQ 161 
(44 TMR 676). 





1. The claim under Sec. 368-c of the New York General Business Law is only in 
relation to the trademark PHILCO, since the name BENDIX is not registered with the 
Secretary of State of New York State. 
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“The test is the likelihood that an appreciable number of or- 
dinarily prudent purchasers will be confused.” 


G. B. Kent & Sons, Limited v. P. Lorillard Co., 114 F.Supp., at page 626, 
98 USPQ at 407 (44 TMR at 157). See also Miles Shoes, Inc. v. R. H. Macy 
& Co., 199 F.2d 602, 95 USPQ 170 (42 TMR 911), certiorari denied 345 
U.S. 909, 96 USPQ 457, and, for the most recent discussion and review 
of authorities in this area, see Harold F. Ritchie, Inc. v. Chesebrough- 
Pond’s, Inc., 281 F.2d 755, 126 USPQ 310 (50 TMR 1207) 

That such confusion is not only likely, but virtually a certainty in 
the present case is apparent. Certainly a reasonable customer dealing with 
BENDIX SERVICE OF NEW YORK Or PHILCO-YORK SERVICE OF NEW YORK would 
normally believe that these firms had some official connection with the 
nationally known and reputable Philco organization. In fact, the plaintiffs 
have attached to their moving papers a number of exhibits indicating 
instances of actual customer confusion. While it is the likelihood of con- 
fusion, not instances of actual confusion, which is controlling, these ex- 
hibits are clear evidence of a likelihood of confusion present, here, which 
cannot seriously be disputed. Indeed, instances of actual confusion are 
logically the best evidence of the likelihood of confusion. See Harold F. 
Ritchie, Inc. v. Chesebrough-Pond’s, Inc., supra. 

It is clear that, unless the defendant is enjoined, the plaintiffs will 
suffer irreparable damage to good will and reputation. Indeed, the infer- 
ence is virtually inescapable that the defendant selected these names in 
the first instance and has continued their use so as to capitalize on the 
good will attaching to them. 

Thus, the plaintiffs’ motion for a preliminary injunction must be 
granted. The defendant is enjoined from using the names BENDIX SERVICE 
OF NEW YORK and PHILCO-YORK SERVICE OF NEW YORK in any respect what- 
soever, and from using the names PHILCO and BENDIX in connection with 
the names of his businesses, or in any manner indicating official connection 
with, or authorization by, the plaintiffs. This does not prevent the defen- 
dant from indicating to his customers, in a manner not inconsistent with 


this opinion, that he services PHILCO and BENDIX appliances. Settle order. 


TTR 
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IN RE CONSUMERS UNION OF UNITED STATES, INC. 


No. M8-85 —D. C., S. D. N. Y.— February 15, 1961 — 
128 USPQ 469 


500.73—COURTS—PLEADING AND PRACTICE—MOTIONS 
Motion by plaintiff in trademark infringement and unfair competition action 
to quash subpoena duces tecum granted in part, to require limited production by 
defendant of letters indicating actual confusion, or names and addresses of writers 
thereof; to enable plaintiff to take their testimony, if so advised; but motion 
otherwise denied as burdensome and oppressive in requesting disclosure of con- 
fidential data without adequate reason and disclosure of evidence (if existing) 


which would be repetitive and cumulative upon a trial. 


Motion by Consumers Union of United States, Inc., to quash subpoena 
duces tecum. Motion granted in part and denied in part. 


Karpatkin & Karpatkin (Rhoda H. Karpatkin and Marvin Moses Karpat- 
kin of counsel) all of New York, N.Y., for Consumers Union of United 
States, Ine. 

Howard 8. Dorris, of Flushing, N.Y. (David Wolf and Ezekiel Wolf, Wolf 
& Greenfield, both of Boston, Massachusetts, of counsel) for Radio 
Shack Corporation. 

WEINFELD, District Judge. 

This is a motion by Consumers Union of United States, Inc., pursuant 
to Rule 45(b) of the Federal Rules of Civil Procedure, to quash a sub- 
poena duces tecum requiring its chief executive officer to produce various 
documents and reports in connection with a proposed deposition. The 
subpoena was issued at the instance of the plaintiff in a litigation pending 
in the District of Massachusetts;' neither the Consumers Union nor the 
executive officer is a party therein. 

Consumers Union is a membership, nonprofit corporation which tests 
various consumer products, the results of which are published in its maga- 
zine, CONSUMER REPORTS, having a wide circulation by way of membership 


subscriptions and newsstand sales. It is from the sale of the publication 


that the organization derives practically all its income. 

The litigation relates to an electrostat tweeter? sold by the plaintiff 
and which received a favorable rating in the December 1958 issue of 
“Consumer Reports. 


3 





1. Consumers Union’s principal place of business is in this District. 

2. A “tweeter” is that part of a loudspeaker system which transmits notes in the 
high frequency range. 

3. The February 1960 issue contained a reference to a forthcoming article on 
tweeters prompted by alleged consumer confusion. The June 1960 issue contained an 
article which covered tests of the then current tweeters of plaintiff, defendants and 
others. 
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The plaintiff charges the defendants with trademark infringement of 


its ELECTROSTAT 3-TWEETER and unfair competition. In addition to general 
allegations charging the defendants with in-law rights, the complaint fur- 
ther alleges that the Consumer Union’s favorable fringement of its statutory 
and common reference to plaintiff’s product resulted in increased sales; 
that the defendants, with intent to deceive and confuse customers, have 
misrepresented that the product sold by them is the same one that had 
been rated favorably by the Consumers Union. 

The subpoena served upon the Consumers Union requires production 
of all letters, correspondence and inter-office memos in its possession which 
in any way refer to the tweeters sold by the plaintiff and the defendants. 
Its sweep is broad enough to include: detailed test data, work papers and 
reports prepared by petitioner’s experts, as well as similar data per- 
taining to other competitors; reports of purchases of the tweeters in 
controversy made by anonymous shoppers in the employ of Consumers 
Union, including inter-office memoranda based thereon; and finally, letters 
from readers and subscribers referring to the electrostat tweeters of the 
parties and their competitors. 

Among other contentions, the Consumers Union makes an extended 
argument that to uphold the subpoena would interfere with freedom of 
the press, freedom of association of it and its members, and the right of 
privacy. 

The fact that the petitioner is a nonprofit membership organization 
and desires to preserve the anonymity and confidence of its membership, 
particularly those who send letters of complaint about various marketed 
products, including those which Consumers Union has tested, does not 
exempt it from the duty “which the citizen owes to his government * * * 
to support the administration of justice by attending its courts and giving 
his testimony whenever he is properly summoned.” * Undoubtedly the 
duty so imposed at times involves material sacrifice, even invasion of 
personal privacy, and is carried out at great inconvenience, but this is 
part of the price we pay to secure the effective administration of justice.® 
The Court, after considering the arguments advanced, finds no constitu- 
tional barrier or statutory privilege which, upon the facts here presented, 
requires that the subpoena be quashed.° 

This motion must be considered and passed upon within the Federal 
Rules of Civil Procedure, particularly Rules 30(b) and 45(b), which 
furnish the effective means of protection to witnesses and parties against 
abuse of the discovery process. 





4. Blackmer v. United States, 284 U.S. 421, 438 (1932). 

5. See Garland v. Torre, 259 F.2d 545, 549 (2d Cir.), cert. denied, 358 U.S. 910 
(1958). Cf. Application of Radio Corporation of America, 13 F.R.D. 167, 172 (S8.D. 
N.Y. 1952). 

6. The petitioner’s attempt to distinguish the instant case from Garland v. Torre, 
259 F.2d 545 (2d Cir.) cert. denied, 358 U.S. 910 (1958), is without substance. 
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So considered, the Court is satisfied that the dragnet nature of the 
subpoena requires that it be limited; if not modified, it would require 
disclosure to the litigants of extremely valuable test data and other in- 
formation of competitive advantage to them, not only against each other, 
but against other companies not involved in this litigation. The plaintiff 
is not entitled to the tests made of its or the defendants’ products, nor 
reports which reflect the findings and conclusions of the petitioner’s experts. 
These obviously are confidential data based upon independent research and 
plaintiff has advanced no adequate reason to justify their disclosure. 
Apart from requiring disclosure of what, in the light of petitioner’s rela- 
tionship to its members and readers, may be considered “business secrets,” * 
the plaintiff seeks in effect to obtain the benefit of an expert’s work and 
conclusions free of cost. If plaintiff deems the relative merits of the 
products which are the subject matter of the litigation a matter of rele- 
vaney in its claim against the defendants, it should engage its own experts 
to make an independent study and analysis. 

The only item for which there is some justification is that which seeks 
the production of letters received by Consumers Union from correspondents 
indicating confusion with respect to plaintiff’s and defendants’ products. 
While likelihood of confusion is sufficient to establish plaintiff’s claim,‘ 
(assuming other essential elements are satisfied) obviously instances of 
actual confusion would strongly bolster it. In this circumstance, if cor- 
respondence in the possession of the petitioner would lead to the discovery 
of such evidence, the plaintiff should not be deprived thereof. However, 
it would be burdensome and oppressive to compel petitioner to produce all 
letters of complaint received by it on this subject which in totality, if 
they exist at all, would be repetitive and cumulative upon a trial. Accord- 
ingly, the petitioner will be required to submit five such letters, or such 
lesser number as it may have received, of persons living within a radius 
of ten miles of defendants’ place of business, or, if petitioner prefers, it 


may submit only the names and addresses of such persons,® since their 


letters are hearsay as far as the litigants are concerned. This procedure 
will enable the plaintiff, if so advised, to take their testimony as wit- 
nesses and, at the same time, amply protect petitioner against wholesale 
disclosure of all letters of complaint received by it.?® 


7. Restatement, Torts § 757, comment b (1939). See Sandlin v. Johnson, 141 F.2d 
660, 61 USPQ 71 (8th Cir. 1944). 

8. 15 U.S.C. §1114(1)(a). See American Automobile Assn. v. Spiegel, 205 F.2d 
771, 773, 98 USPQ 1, 2-3 (48 TMR 1071) (2d Cir.), cert. denied, 346 U.S. 887, 99 
USPQ 490 (1953); George W. Luft Co. v. Zande Cosmetic Co., 142 F.2d 536, 538, 61 
USPQ 424, 426-427 (34 TMR 190) (2d Cir.), cert. denied, 323 U.S. 756, 63 USPQ 358 
(1944); G. B. Kent & Sons v. P. Lorillard Co., 114 F.Supp. 621, 625-26, 98 USPQ 404, 
407 (44 TMR 153) (S.D.N.Y. 1953), aff’d mem., 210 F.2d 953, 101 USPQ 161 (44 
TMR 676) (2d Cir. 1954). 

9. Cf. Sagorsky v. Malyon, 12 F.R.D. 486 (S.D.N.Y. 1952). 

10. Cf. Schenley Industries, Inc. v. Institutional Products Corp., 16 F.RD. 13, 15 
‘S.D.N.Y. 1954); Shawmut, Inc. v. American Viscose Corp., 11 F.R.D. 562, 566 (S.D. 


N.Y. 1951). 
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The Court is satisfied that except as permitted herein the plaintiff has 


not made the showing of good cause necessary to entitle it to the produe- 


tion of the balance of the documents and material.?! 
‘he motion is granted only to the extent indicated herein. 
T g } 
The motion as to the former employee is granted in its entirety. 





11. Cf. United States v. Five Cases, 9 F.R.D. 81 (D. Conn. 1949), aff’d, 179 F.2d 
519 (2d Cir.), cert. denied, 339 U.S. 963 (1950); 4 Moore, Federal Practice § 34.08 
(2d ed. 1950). 
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TRAVEL MAGAZINE, INC. v. TRAVEL DIGEST, INC. et al. 


No. 138-122—D. C., S. D. N. Y.—February 28, 196] 
— 128 USPQ 533 


71—COURTS—PLEADING AND PRACTICE—COMPLAINT 
The Court held plaintiff sufficiently set forth facts on which relief could be 
granted on its first cause of action for trademark infringement. The trademark, 
plaintiff’s succession in interest to the trademark, commercial exploitation and 
success of the trademark, and infringement were all duly alleged. 
100.32—FEDERAL TRADEMARK ACTS—CONSTRUCTION OF STATUTES 
ACT OF 1946—SECTION 2 
500.19—COURTS—BASIS OF RELIEF—DESCRIPTIVE AND GENERIC MARKS 
500.37—COURTS—BASIS OF RELIEF—SECONDARY MEANING MARKS 
500.483—COURTS—BASIS OF RELIEF—TITLES 
Defendant’s motion to dismiss the first cause of action (trademark infringe 
ment) denied. Section 2(a) has been amply interpreted by the courts which have 
invalidated many trademarks on the basis that they were merely descriptive. In 
the case of magazines, trademarks have been invalidated where the title merely 


described the contents of the magazine itself. However, under Section 2(f) marks 
which previous to the Act of 1946 were refused registration because of descriptive 
ness can be granted if the applicant establishes secondary meaning. 
500.6—COURTS—J URISDICTION 
Defendant’s motion to dismiss the second cause of action (unfair competition) 
denied. The provisions of Section 1338(b) of Title 28, U.S.C. have Leen liberally 
interpreted. The unfair competition portion of the complaint was properly joined 
with a substantial or related claim charging trademark infringement. Even if the 
trademark were to be held invalid the court would retain proper pendant jurisdic 
tion to determine the issue of unfair competition. 
500.37—COURTS—BASIS OF RELIEF—SECONDARY MEANING MARKS 


Secondary meaning is always a question of fact. 


Action by Travel Magazine, Inc. v. Travel Digest, Inc., and Muriel E. 


Richter for trademark infringement and unfair competition. Motion by 


Travel Digest, Inc., to dismiss complaint. Motion denied. 


Mortimer M. Lerner, of New York, N.Y., for plaintiff. 
Dublirer & Haydon (Harold Dublirer of counsel) of New York, N.Y., for 

Travel Digest, Ine. 

Dawson, District Judge. 

Pursuant to Rule 12(b)(6) of the Federal Rules of Civil Procedure, 
Travel Digest, Inc. has brought a motion to dismiss the plaintiff’s first 
eause of action, which alleges infringement of a trademark, for failure to 
state a claim upon which relief can be granted. The defendant has also 
moved to dismiss plaintiff's second cause of action which alleges unfair 
competition. This latter motion is based on an alleged lack of jurisdiction 
and failure to state a claim upon which relief can be granted. Fed. R. Civ. 
P. 12(b) (2) & (6). 

Plaintiff’s first cause of action alleges that it is the holder, as a suc- 
cessor in interest, of a duly registered, valid trademark on the word 
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“Travel.” TRAVEL was used as the title of its magazine continuously since 
1907. In 1949 the name was registered and a trademark was assigned. 
It is further alleged that the magazine has enjoyed millions of dollars 
of sales and expended in excess of a million dollars in advertising and 
promoting its sales. The plaintiff lastly alleges that the defendants have 
infringed its trademark rights by publishing a magazine TRAVEL DIGEST 
which it claims is a “colorable imitation of plaintiff's prior trademark 
TRAVEL.” 

The second cause of action alleges, in addition to the foregoing, that 
the defendants’ publication is likely to cause confusion in the minds of 
the public and to deceive purchasers as to the source and origin of the 
magazines published and sold by defendant, Travel Digest, Inc. The use 
of the name TRAVEL DIGEST without consent has continued despite plaintiff’s 
demands that they cease. 

The concluding paragraphs of the complaint allege that plaintiff has 
been damaged by this unfair competition, that such damage to their good 
will and reputation will be irreparable, and that the defendants have made 
substantial profits as a result of their unfair competition. The plaintiff 
prays for injunction, for treble damages, for destruction of all infringing 
materials, for reasonable attorneys’ fees, and for such other relief as the 
Court may deem just and proper. 

Rule 12 (b)(6) is substantially a modern form of the common law 
general demurrer. It is a device to test the legal sufficiency of the com- 
plaint. In considering the motion the material allegations of fact are 
taken as admitted and the complaint will not be dismissed “unless it ap- 
pears to a certainty that plaintiff is entitled to no relief under any state 
of facts which could be proved in support of the claim.” 2 Moore, Federal 
Practice, § 12.08 (2d ed. & Supp. 1960). 

But, defendant’s motion, addressed to the first cause of action, is a 


speaking motion and as such must be treated as a motion for summary 
judgment. Fed. R. Civ. P. 12(b); 2 Moore, supra, {| 12.09/3}. 


TRADEMARK INFRINGEMENT 


Clearly the first cause of action does set forth sufficient facts on which 
relief may be granted. The trademark, plaintiff’s succession in interest to 
the trademark, commercial exploitation and success of the trademark, and 
infringement are all duly alleged. This Court has jurisdiction pursuant to 
Section 1338(a) of Title 28 of the United States Code. 

It was admitted by the plaintiff during the argument on the motion 
that no claim was made by it for a design trademark, i.e., a registered 
exclusive right to the particular design as set forth in the trademark 
registration. That the claim might have been for the design might have 
been inferred from the trademark registration, since the word TRAVEL 
in the registration is comprised of an upper case initial letter, lower case 


IRR pe fo tare 


a rc RR Re re FE NER. 5 | Re 
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succeeding letters, with a swirl emanating from the left branch of the 
“v” and concluding at the top of the right hand side of the “1.” 

Plaintiff’s claim, in view of its admission on the argument, is strictly 
limited to one for trademark infringement of the word TRAVEL. It is nec- 
essary, therefore, to consider whether a trademark of the word TRAVEL, 
is the title of a magazine involving travel, would constitute a valid reg- 
istered trademark under the statute. The pertinent provision is Section 
1052 of Title 15: 


“No trademark by which the goods of the applicant may be dis- 
tinguished from the goods of others shall be refused registration on the 
principal register on account of its nature unless it 

*« * * 

(e) Consists of a mark which, (1) when applied to the goods of 
the applicant is merely descriptive * * * of them * * *.” 


This section has been amply interpreted by the courts which have 
invalidated many trademarks on the basis that they were merely descrip 
tive of the product involved. In the case of magazines, trademarks were 
invalidated where the title merely described the contents of the magazine 
itself. Magazine Publishers, Inc. v. Ziff-Davis Pub. Co., 147 F.2d 182, 
184-85, 64 USPQ 249, 251-252 (2d Cir. 1945) (FLYING AcEs as title of 
magazine dealing with flying held descriptive and therefore trademark 
invalid) ; McGraw-Hill Pub. Co., Inc. v. American Aviation Associates, Inc., 
117 F.2d 293, 295, 47 USPQ 494, 497 (31 TMR 150) (D.C. Cir. 1940) 
(magazine titled AVIATION held descriptive) ; Collegiate World Pub. Co. v. 
Du Pont Pub. Co., 14 F.2d 158, 161 (16 TMR 548) (N.D. Ill. 1926) (title 
COLLEGE HUMOR held descriptive) ; Ct., Rand McNally & Co. v. Christmas 
Club, 242 F.2d 776, 1183 USPQ 287 (47 TMR 786) (CCPA 1957) (cHrRIsST- 
MAS CLUB as title of magazine devoted to editorials, jokes and quotations 
and advertisements of Christmas Clubs held non-descriptive). See gen- 
erally, 1 Nims, Unfair Competition and Trademarks, §§ 200-201 (4th ed. 
1947). 

However, in 1946 the trademark statute was amended to include the 
following section: 


“(f) Exeept as expressly excluded in subsections (a), (b), (ce). 
and (d) of this section, nothing in this chapter shall prevent the 
registration of a mark used by the applicant which has become dis- 
tinctive of the applicant’s goods in commerce. The Commissioner may 
accept as prima facie evidence that the mark has become distinctive, 
as applied to the applicant’s goods in commerce, proof of substantially 
exclusive and continuous use thereof as a mark by the applicant in 
ecommerce for the five years next preceding the date of the filing of 
the application for its registration.” 


Thereafter a name or mark which would previously have been refused 


registration on the grounds that it was merely descriptive, could be granted 
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trademark registration if the applicant was able to establish the fact that 


such name or mark had acquired a secondary meaning. Gold Seal Co. v. 
Weeks, 129 F.Supp. 928, esp. 935-36, 105 USPQ 407, 412 (45 TMR 1075) 
(D.D.C. 1955), aff'd per curiam, 230 F.2d 832, 108 USPQ 400 (D.C. 
Cir. 3), cert. denied, 352 U.S. 829, 111 USPQ 467 (1956): Grove Labora- 
tories, Inc. v. Approved Pharmaceutical Corp., 149 F.Supp. 86, 90, 112 
USPQ 287, 290 (47 TMR 488) (N.D. N.Y. 1957 


The question of whether a mark or title has acquired a secondary 


meaning is always a substantial question of fact. See, Morse-Starrett 
Products Co. v. Steccone, 86 F.Supp. 796, 83 USPQ 496 (40 TMR 41) 
(N.D. Cal. 1949). See also, 1 Nims, supra, § 101. Certainly the defendants 
have not been willing to admit that “travel” has acquired such a secondary 
meaning, nor would plaintiff be willing to disclaim the same. Since this 
presents the court with a material issue of fact, summary judgment may 
not be granted pursuant to Rule 56 of the Federal Rules of Civil Pro- 
cedure. At the same time, as pointed out above, the allegations of the 
first cause of action do set forth sufficient facts on which relief can be 
granted. Accordingly, the defendant’s motion to dismiss the first cause 
of action is denied. 


JURISDICTION OVER THE SECOND CAUSE OF ACTION 
Section 1338(b) of Title 28 of the United States Code provides: 


“The district courts shall have original jurisdiction of any civil 
action asserting a claim of unfair competition when joined with a 
substantial and related claim under the copyright, patent or trade- 
mark laws.” 


This provision has been liberally interpreted by the courts, so that 
identity of issues is not required. Maternally Yours, Inc. v. Your Maternity 
Shop, Inc., 234 F.2d 538, 543, 110 USPQ 462, 466 (46 TMR 1509) (2d Cir. 
1956). Section 1338 (b) was passed to avoid piecemeal litigation and to per- 
mit a court to dispose of all of the issues before it without the necessity of 
multiple suits. In accordance with this intent, it has been held that the court 
retains jurisidiction, notwithstanding the fact that the basic cause of 
action fails for invalidity of the trademark, patent or copyright. Pagliero 
v. Wallace China Company, 198 F.2d 339, 341, 95 USPQ 45, 47 (42 TMR 
839) (9th Cir. 1952): Warner Publication, Inc. v. Popular Publications, 
Inc., 87 F.2d 913, 914, 32 USPQ 523, 524-525 (27 TMR 125) (2d Cir. 1937). 

The concept of pendant jurisdiction in the trademark field was ini- 
tiated by the Supreme Court in Hurn v. Oursler, 289 U.S. 238, 17 USPQ 
195 (23 TMR 267) (1933), and later expanded by the Court in Armstrong 
Paint & Varnish Works v. Nu-Enamel Corp., 305 U.S. 315, 39 USPQ 402 
(29 TMR 3) (1938). See generally, 2 Nims, Unfair Competition and 
Trademarks, § 363 (4th ed. 1947). Its potency today is illustrated in a 
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recent case decided by this court. Chester Barrie, Ltd. v. Chester Laurie, 
Ltd., 189 F.Supp. 98, 99, 127 USPQ 255, 256-257 (51 TMR 310) (S.D. 
N.Y. 1960). 

Defendant’s motion to dismiss the second cause of action, pursuant to 
Rule 12(b) (2) is denied. The unfair competition portion of the complaint 
is properly joined with a substantial and related claim charging trademark 
infringement. Even if the trademark were to be held invalid the court 
would retain proper pendant jurisdiction to determine the issue of unfair 


competition. 


UNFAIR COMPETITION 


The last portion of the defendant’s motion asks for dismissal of the 
second cause of action, the unfair competition allegations, on the grounds 
that it fails to state a claim upon which relief can be granted. Fed. R. Civ. 
P. 12(b) (6). 

This motion, if treated as one under 12(b)(6) must necessarily be 
denied. The allegations set forth all the necessary elements of unfair com- 
petition. If those facts were proved the plaintiff would be entitled to 


judgment. 

The only way the defendant may hope for success on this motion is 
if it is treated as one for summary judgment. However, if that is the 
ease, then defendant’s motion must still be denied for there are material 
disputed issues of fact. 

Suits for unfair competition have common law roots. They are founded 
on the plaintiff's mark having acquired a secondary meaning. As dis- 
eussed above, secondary meaning is always a question of fact. In this case 
certainly it is a disputed and material issue. In a case involving unfair 
competition the Court will not enjoin all competition, but only those 
portions which are unfair. William R. Warner & Co. v. Eli Lilly & Co., 
265 U.S. 526 (14 TMR 247) (1924) ; Fawcett Publications, Inc. v. Popular 
Mechanics Co., 80 F.2d 194, 197, 27 USPQ 116, 118 (25 TMR 579) (3d 
Cir. 1935). The question of what, if any, aspects of the competition are 
unfair, is similarly a material issue of fact. 


CONCLUSION 


Since there are disputed material issues of fact, summary judgment 
may not be granted. Since the complaint is sufficient a motion for relief 
pursuant to Rule 12(b)(6) must be denied. Accordingly, all three aspects 
of defendant’s motion are hereby denied. 
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UNITED MERCHANTS & MANUFACTURERS, INC. v. AMTEX FABRICS, INC. 


N. Y. Sup. Ct., Spec. Term, N. Y. Co.— January 30, 1961 
— 128 USPQ 499 
3900.18S—COURTS—BASIS OF RELIEF—CONFUSING SIMILARITY 
There is no valid reason for defendant’s appropriation of the name AMTEX so 
closely resembling plaintiff’s long-established name AMERITEX in a related, if not 
the same, field; and the policy of the law in this area is ever expanding in favor 
of the protection of an established name or trademark against unfair incursion by 
the newcomer. A defense that both parties cater exclusively to the trade, com 
posed of experienced experts, is neither determinative nor persuasive. 
500.58a—COURTS—SCOPE OF RELIEF—PRELIMINARY INJUNCTION 
Weighing the equities, preliminary injunction is granted to stop defendant at 
the threshold of its enterprise, when suppression of the use of its name can harm 
it least and before it has been able to capitalize on it to the continued injury of 
plaintiff. 
500.6—COURTS—JURISDICTION 
Registration of plaintiff’s trademarks in the Patent Office does not deprive the 
State court of jurisdiction to protect them against infringement and unfair com 
petition. 


Action by United Merchants & Manufacturers, Inc. v. Amtex Fabrics, 
Inc., for trademark infringement and unfair competition. Plaintiff moves 
for preliminary injunction. Motion granted 

HOFSTADTER, Justice. 

The plaintiff and its subsidiary corporations have for many years 
been engaged in the business of manufacturing and marketing textile fab- 
rics of various kinds on an extensive scale. In 1933 it adopted the name 
AMERITEX as its trademark and it and its divisions and subsidiaries have 
used this name uninterruptedly ever since to identify their textile products. 
The trademark AMERITEX was registered in the United States Patent Office 
on December 24, 1935, and there have been other registrations of this 
trademark by the plaintiff and its affiliate Cohn-Hall-Marx Company in 
the intervening period. That the name AMERITEX identifies the products 
of the plaintiff and is generally understood in the trade so to do is not 
open to serious question. In October 1960, the defendant corporation was 
organized as Amtex Fabrics, Ine. Its executive officers have all been con- 
nected with the textile industry for a long time; indeed, one of them was 
formerly in the plaintiff's employ. In the circumstances, the inference is 
irresistible that when they adopted their corporate name AMTEX, whatever 
their purpose, they knew of the widespread use and established reputation 
of AMERITEX as a vehicle for marketing the plaintiff’s product. The de- 
fendant too, is engaged in the textile business. There is no valid reason 
for the defendant’s appropriation of a name so closely resembling the 
plaintiff’s long-established name for their new venture in a related, if 
not the same, field. See Matter of Scher & Feldman, Inc. v. Jubilee 
Juniors, Inc., 20 Mise.2d 325. 112 USPQ 451 (47 TMR 633). The policy 








614 THE TRADEMARK REPORTER Vol. 51 TMR 





of the law in this area is ever expanding in favor of the protection of 
an established name or trademark against unfair incursion by the new- 
comer. This policy is well expressed in our General Business Law which 
declares that even in the absence of competition or confusion likelihood of 
injury to business reputation or of dilution of the distinctive quality of 
a trademark or mark furnishes ground for injunctive relief in cases of 
trademark infringement or unfair competition. Gen. Business Law, sec- 
tion 368-C, subdivision 3. Hence, the defendant’s contention that, because 
both parties cater exclusively to the trade, composed of experienced experts, 
no confusion can arise, even if correct, in its assumptions, is neither deter- 
minative nor persuasive. Weighing the equities in the light of all the 
circumstances, the defendant should be enjoined now. The defendant 
should be stopped at the threshold of its enterprise, when suppression of 
the use of its name can harm it least and before it has been able to 
capitalize on it to the continued injury of the plaintiff. Matter of Julius 
Restaurant, Inc. v. Lombardi, 283 N.Y. 126, 129-130, 45 USPQ 109, 110 
(30 TMR 187). No merit is found in the argument that the registration 
of the plaintiff’s trademarks in the Patent Office deprives this court of 
jurisdiction. The plaintiff may have an injunction as prayed for in the 
order to show cause on furnishing an undertaking in the sum of $15,000. 
The issues should, however, be resolved by prompt trial. To that end the 
action is set for trial near the head of the General Equity Calendar of 
February 10, 1961, for which date the clerk is directed to accept a note 
of issue on payment of his proper fees. Statement of readiness is dis- 
pensed with. Settle order. 
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HILL’S SUPERMARKETS vy. STONY BROOK DAIRIES 


HILL'S SUPERMARKETS, INC. v. STONY BROOK DAIRIES, INC. 
N. Y. Ct. App.—November 30, 1960 — 128 USPQ 354 


Action by Hill’s Supermarkets, Inc. v. Stony Brook Dairies, Inc., for 
unfair competition. Defendant appeals from New York Supreme Court, 
Appellate Division Second Department from judgment for plaintiff. 
Affirmed. 

Case below reported at 49 TMR 551 

See also 47 TMR 778. 


PER CURIAM. 
Judgment affirmed, with costs; no opinion. 


eR 





616 THE TRADEMARK REPORTER 


Vol. 51 TMR 








DILLY MANUFACTURING CO., INC. v. THE W. E. BASSETT COMPANY; 
THE W. E. BASSETT COMPANY v. DILLY MANUFACTURING CO., INC. 


Appl. Nos. 6585, 6587 — CCPA — December 8, 1960 —128 USPQ 113 


300.23d-—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—EVIDENCE 
Testimony as to continuous use of mark during year is not negatived by show 

ing only two bills, dated January and October, within the year. 

100.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

KLIPPER KING and Crown design (Applicant) for finger nail clippers. 

KUSTOM KING and Crown design (Opposer) for toenail and finger nail clippers. 
Opposition sustained. Marks are clearly similar enough that confusion is likely. 


Opposition proceeding No. 37,122 by The W. E. Bassett Company v. 
Dilly Manufacturing Co., Inc., application Serial No. 19,434 filed Novem- 
ber 19, 1956. Both parties appeal from decision of Trademark Trial 


and Appeal Board sustaining opposition. Affirmed. 
Case below reported at 49 TMR 1006. 


Robert I. Dennison, of Washington, D.C. (Harry Sommers, of Newark, 
New Jersey, of counsel) for Dilly Manufacturing Co., Inc. 

Mitchell & Bechert (Roy C. Hopgood and John M. Calimafde of counsel) 
all of New York, N.Y., for The W. E. Bassett Company. 


Before WorRLEY, Chief Judge, Rich, MARTIN, and SmitTH, Associate Judges, 
and KIRKPATRICK, Judge.* 

KIRKPATRICK, Judge. 

Dilly Manufacturing Company made application for registration of its 
trademark, registration was refused upon opposition by The Basset Com- 
pany, and Dilly took this appeal (No. 6585). The trademark of the appli- 
cation consists of the words KLIPPER KING together with an outline drawing 
of a crown, the whole being arranged in a unique manner. The letter “K” 
placed on the left is tall enough to serve as a common initial letter for both 
words the letters L I P P E R following it on the upper line and I N G 
on the lower. In addition, the “K” has on the top of its upright a crown 
slanted to the left much in the manner of a hat hung on a pole. In order 
to differentiate between classes of its products, the appellant-applicant uses 
in association with the mark the notations “4 in 1,” “6 in 1,” and “7 in 1.” 

The applicant’s goods as stated in the application are “finger nail 
clippers.” 

The opposer, since prior to the applicant’s adoption of its trademark, 
has used the mark KUSTOM KING for a deluxe line of toenail and fingernail 
clippers. Its goods are advertised and sold exclusively to jobbers dealing 
in advertising specialty products, who resell to business concerns which in 
turn distribute the goods with their trade names imprinted on them, as 








* United States Senior Judge for the Eastern District of Pennsylvania, designated 
to participate in place of Judge O’CONNELL, pursuant to provisions of Section 294(d), 
Title 28, United States Code. 
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gifts to their customers, for the purpose of advertising their own particular 
business. There is no evidence as to the manner in which the opposer uses 
its mark upon its goods, but in its promotional literature it prints the words 
in broad block letters, Kina below KUSTOM, and upon the upright of 
the “K” in KusTom it sometimes hangs a slanted crown resembling 
that of the applicant. 

The Board found that the mark of the application so resembles the 
opposer’s mark KUSTOM KING! as to be likely to cause purchaser confusion 
and to lead purchasers to believe that KLIPPER KING is another product in 
the opposer’s line with this finding we agree. 

It is to be borne in mind that the applicant’s mark consists not only 
of words but, in addition, a symbol. The opposer’s promotional literature 
has the same symbol displayed in the same way. Admittedly, there is 
nothing unusual in the idea of associating crowns with kings, but in this 
ease the crowns are both associated with the letter “K” of the misspelled 
first word rather than with the word KING, both in the same unique 
manner. In fact, when one looks at the two marks, the crown hanging on 
the upright of the “K” is a prominent feature of both. In Columbian 
Steel Tank Co. v. Union Tank and Supply Co., 47 CCPA 900, 277 F.2d 
192, 125 USPQ 406 (50 TMR 630), this court found likelihood of confusion 
between two marks on the basis of a similarity between the designs with 
which words were displayed. The word marks in that case (UNION and 
COLUMBIAN), taken alone, were not in the least alike and certainly far less 
likely to cause confusion than the words involved in this appeal. How- 
ever, the court said, 125 USPQ at 409 (50 TMR at 633), “the issue in this 
ease is not the likelihood of confusion from the use of those names but 
rather whether confusion is likely to result from the use of appellee’s 
whole mark in view of opposer’s use of its world symbol mark.” 

Here we have an applicant desirous of registering a mark for articles 
which are the same as the opposer’s goods and which might easily be 
accepted by the public as coming from the opposer. The newcomer has 
adopted a mark having the following features in common with the opposer’s 
mark, as used by it: (a) two words, the second of which is the same 
as the opposer’s, (b) a first word not much like the opposer’s but, like 
the opposer’s, misspelled by using a “K” in place of an initial “C,” and 
(c) a crown apparently hung upon the top of the vertical part of this “K.” 
We think they are clearly similar enough so that confusion is likely to result. 

The decision of the board is affirmed. 


APPEAL No. 6587 


In addition to its marks KUSTOM KING and POCKET KING referred to 
above, the opposer has a mark CLIPPER KING, the first sale under the latter 








1. The board also dealt with the opposer’s mark POCKET KING in connection with 
its KUSTOM KING, but, in view of the conclusion reached herein, we need not consider it. 
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mark having been made on March 5, 1957. The applicant proved a sale 
under its mark as early as January 23, 1957. 

No. 6587 is a cross-appeal filed by the opposer assigning as error the 
board’s holding that “the record shows that applicant has used KLIPPER 
KING since prior to opposer’s first use of CLIPPER KING@.”’ 

While that question appears to be moot, so far as applicant’s right to 
register the KLIPPER KING mark is concerned, in view of our decision in 
Appeal No. 6585, it has been made the sole subject of Appeal No. 6587 
and we therefore think it proper to decide it. 

The opposer and ecross-appellant contending that the law does not 
countenance the creation of a trademark based on a single isolated sale, 
argues that the applicant’s evidence shows only one sale prior to October 
1957. However, we think that the board’s finding was amply justified by 
the record and that the evidence shows a general and continuous use of 
the mark since the earlier date. 

The witness, Edward Goldstein, the applicant’s sales manager, pro- 
duced a number of bills which he testified were representative for the years 
1957 and 1958, showing the billing of KLIPPER KING to customers and tes- 
tified that during those years there was a continuous billing customers for 


KLIPPER KING. He was not cross-examined on this point and his testimony 
stands unchallenged. The fact that the first representative bill of those 
produced was sent in January and the second was dated in October does 


not negative his testimony as to the continuous use of the trademark, and 
we find no reason to hold that the board should have disbelieved him. 
The decision of the board upon this point is affirmed. 


A 
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HOUSE OF WORSTED-TEX, INC. v. SUPERBA CRAVATS, INC. 
Appl. Nos. 6610-1 — CCPA — December 8, 1960 — 128 USPQ 119 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
IVY HALL and Ivy LooM (Applicant) for neckties. 
IVY LEAGUE MODEL with design and Ivy LEAGUE (Opposer) for men’s apparel (coats, 


2 
trousers, etc.) not including neckties. 
Opposition dismissed. Court considers the primary meaning of “Ivy League” 


in holding no likelihood of confusion. 


Opposition proceeding Nos. 36,055 and 36,057 by House of Worsted- 
Tex, Inc. v. Superba Cravats, Inc., applications Serial Nos. 694,931 and 
694,930 filed September 19, 1955. Opposer appeals from decision of Trade- 
mark Trial and Appeal Board. Affirmed. 

Case below reported at 49 TMR 784. 


Caesar & Rivise (A. D. Caesar, Arthur A. Jacobs, and Alan H. Bernstein 
of counsel) all of Philadelphia, Pennsylvania, for appellant. 
B. Edward Shlesinger, of Rochester, N.Y., for appellee. 


Before WorRLEY, Chief Judge, Rich, MARTIN, and SmiTH, Associate Judges, 

and KIRKPATRICK, Judge.* 

Ricu, Judge. 

These are appeals in consolidated oppositions. 

Appeal No. 6610 is in opposition No. 36,055 to the registration of 
IVY HALL as a trademark for neckties, application serial No. 694,931, filed 
September 19, 1955, by Superba Cravats, Inc., of Rochester, New York. 

Appeal No. 6611 is in opposition No. 36,057 to the registration of Ivy 
LOOM as a trademark for neckties, application serial No. 694,930, filed 
September 19, 1955, by Superba Cravats, Inc. 

The opposer in each case is House of Worsted-Tex, Ine., a Penn- 


sylvania corporation located in Philadelphia, the present owner by assign- 


ment from Cohen, Goldman & Co., Inc., the original registrant, of regis- 
tration No. 371,524 of the trademark Ivy LEAGUE MODEL surrounded by a 
rectangular line border, the goods named in the registration being: “‘men’s, 
boys’, and children’s outer garments, consisting of coats, vests, pants, 
and trousers; also men’s overcoats and topcoats; also women’s overcoats, 
topcoats, and suits, consisting of outercoat, ensemble, vest, and _ skirt.” 
This registration was granted under the 1905 Act on September 26, 1939, 
claiming first use November 5, 1938, and has been renewed for 20 years 
from September 26, 1959. 

The assignment from Cohen, Goldman & Co., Inc., to opposer, dated 
June 27, 1950, shows that the entire business of the former was acquired, 
including a large number of trademarks and trademark registrations. 





* United States Senior Judge for the Eastern District of Pennsylvania, designated 
to participate in place of Judge O’CONNELL, pursuant to provisions of Section 294(d 
Title 28, United States Code. 
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The only trademarks pertinent here are listed in the assignment in the 
following words: IVY LEAGUE MODEL; “IVY LEAGUE MODEL positioned within 
a rectangle shown in Certificate No. 371,524” and in a long list of “Regis- 
tered Marks” the item “371,524 Ivy LEAGUE MODEL plus design Sept. 26, 
1939 Cohen, Goldman & Co., Ine.” 

In its brief, opposer also claims to be the owner of the trademark 
IVY LEAGUE with no additions, embellishments, or qualifications and claims 
to have been using it continuously “since it acquired said trademark in 
1950” from Cohen, Goldman & Co., Ine., which firm, it claims, had been 
continuously using that mark since 1938. The proofs, however, fail to 
show any acquisition from the said assignor of the simple Ivy LEAGUE 
trademark or any use thereof by the assignor, as distinguished from the 
marks listed in the assignment. 

Opposer took the testimony of one witness, its advertising director, in its 
employ only since 1950. He testified to substantial sales “under the trade- 
mark Ivy LEAGUE” and certain advertising expenditures by opposer and its 
customers in promotion of products thus sold. No example of an adver- 
tisement, however, was put in evidence. We are therefore unable to see 
in what manner the claimed use of Ivy LEAGUE took place or in what 
manner it was promoted, whether by itself as implied by opposer or 
merely as a part of IVY LEAGUE MODEL or in some other way. 

Opposer also put in evidence five labels about the use of which its 
sole witness testified. One of these reads: 


Authentic 
IVY LEAGUE 


We are unable to find any clear evidence in the record as to when, on 
what, to what extent or by whom this label was used. Of the other four 
labels, two of them feature at the top in large type the words WORSTED TEX, 
at the left side is a small panel containing a police dog’s head under 
which is “TEX” and to the right of the dog between two horizontal lines and 
in much smaller type are the words: 


IVY 
LEAGUE 


The remaining two labels are similar in composition except that the fea- 
tured words are TROPI-TEX the words IVY LEAGUE are thereunder and 
above the top parallel line, and between the lines, to the right of the dog’s 
head, are the words: 


BY THE HOUSE OF 
WORSTED-TEX 


Opposer admits that “the words ‘Ivy League’ connote a group of cer- 
tain eastern universities when used in their general sense” but would have us 
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believe that “nevertheless they refer only to the appellant’s product when 
they are used in the clothing industry.” In other words an IVY LEAGUE 
suit means to the purchasing public only a suit originating with opposer. 

Applicant has introduced numerous exhibits consisting of excerpts 
from advertisements and editorial comments and even a crime news item 
showing common use of IVY LEAGUE and Ivy as an abbreviated form of 
reference to the same thing (as for example in the term “Ivy style” or 
“THE IVY MAN’S SPORT SHIRT”) to imply a style meeting with favor by or 
popular with those attending the Ivy League universities or colleges. 
Opposer’s witness, questioned about these terms as used in several of the 
applicant’s exhibits, admitted that the items of clothing therein referred 
to were not opposer’s goods. 

This case appears to resolve itself into two parts. Opposer of nec- 
essity is urging unregistrability of Ivy HALL and Ivy Loom on the basis 
of section 2(d) of the Lanham Act (Trademark Act of 1946) which pro- 
vides that a mark shall not be registered if it 

(d) consists of or comprises a mark which so resembles [1] a 
mark registered in the Patent Office or [2] a mark or trade name 
previously used in the United States by another and not abandoned, 
as to be likely, when applied to the goods of the applicant, to cause 
confusion or mistake or to deceive purchasers * * *. | Emphasis ours. | 


Insofar as opposer is relying on a registered mark, we must refer to 
the mark of its only registration of record, No. 371,524, which is for 
IVY LEAGUE MODEL positioned within a rectangle. That mark is so dif- 
ferent from either of applicant’s marks that, taking into account also the 
differences in the goods, we see no reasonable likelihood of confusion. 
Therefore, we find no basis in the registered mark for sustaining the 
opposition. 

Insofar as opposer is relying on prior use of Ivy LEAGUE, on which 
mark it has not obtained registration, we are not obliged to regard it as 
possessing exclusive rights to that term by itself as a trademark, as we 
would be if it could point to an unimpeached registration thereof. 

At the very least, the record shows that Ivy LEAGUE has a primary 
meaning according to which it indicates a group of eastern colleges and 
universities and, by extension, things and matters pertaining thereto. In 
the clothing field rvy LEAGUE clothing would indicate to persons familiar 
with the rvy LEAGUE educational institutions—and their number is legion— 
styles somehow associated therewith. It would require much to develop 
a secondary meaning whereby the public would come to associate Ivy 
LEAGUE clothing with a single manufacturer or vendor. The record here 
fails to show such a secondary meaning. For this reason opposer has failed 
to establish an exclusive right to the term Ivy LEAGUE in the clothing field 
and cannot, therefore, show damage from the registration of applicant’s 
marks. 
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Assuming, arguendo, that opposer has some rights in Ivy LEAGUE, 
those rights are certainly not of such a nature as to enable it to prevent 
the registration of applicant’s marks Ivy HALL and Ivy Loom for neckties. 

The decision of the board dismissing the oppositions is therefore 
affirmed. 


ROBERT HALL CLOTHES, INC. v. STERN-SLEGMAN-PRINS COMPANY 
App!. No. 6586 — CCPA — January 13, 1961 —128 USPQ 388 


300.33e—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
PLEADING AND PRACTICE—MOTIONS 
Motion to amend counterclaim for cancellation of opposer-appellee’s registra- 
tion should have been granted even though the amendment contained allegations 
inconsistent with some of the original allegations of the counterclaim. 
300.834—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
PLEADING AND PRACTICE—DISMISSAL 
Motion to dismiss counterclaim for cancellation should have been denied since 
allegations of likelihood of confusion, appellant’s superior rights, and injury from 
appellee’s registration are sufficient to state a claim upon which relief can be granted. 
300.43—REGISTRATION PROCEDURE (INTER PARTES)—APPEALS— 
COURT OF CUSTOMS AND PATENT APPEALS 
It is not within the Court’s province to determine whether parties are entitled 
to oral hearings before the Patent Office tribunals. 


Opposition proceeding No. 38,423 by Stern-Slegman-Prins Company v. 
Robert Hall Clothes, Inc., application Serial No. 45,971 filed February 17, 
1958, in which applicant counterclaims to cancel Registration No. 598,810 
issued November 30, 1954. Applicant appeals from decision of the Trade- 
mark Trial and Appeal Board dismissing counterclaim. Reversed. 

Case below reported at 50 TMR 85. 

John P. McGann, of New York, N.Y., for appellant. 

Claude A. Fishburn and Fishburn & Gold, both of Kansas City, Missouri, 
for appellee. 

Before WoRLEY, Chief Judge, RicH, MARTIN, and SMITH, Associate Judges, 
and KIRKPATRICK, Judge.* 

MARTIN, Judge. 


This is an appeal from a decision of the Trademark Trial and Appeal 
Board of the United States Patent Office, 120 USPQ 503 (50 TMR 85), 
granting a motion to dismiss a counterclaim for cancellation of an opposer’s 
pleaded registration and refusing to grant an oral hearing on said motion. 

Robert Hall Clothes, Inc., appellant here, applied for registration of 
DEBBIE HALL as a trademark for girls’ coats, suits, dresses, skirts, blouses, 





* United States Senior Judge for the Eastern District of Pennsylvania, desig 
nated to participate in place of Judge O’CONNELL, pursuant to provisions of Section 
294(d), Title 28, United States Code. 
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sweaters, and slacks, alleging a first use on January 22, 1958. Stern- 
Slegman-Prins Company, appellee, filed a notice of opposition on the basis 
of its prior rights in DEBBY ROSE which it uses as a trademark for ladies’ 
coats and suits and for which it obtained registration on November 30, 
1954. Appellee states that the two marks are confusingly similar in sound, 
appearance, and significance. Thereupon, appellant, as a counterclaim, 
petitioned for cancellation of the DEBBY ROSE registration, stating that it is 
damaged by said registration, that the registration was improperly granted, 
and that the mark, DEBBY ROSE is used by appellee as a grade mark rather 
than as a true trademark. Appellee then moved to dismiss the cancellation 
petition on the ground that it does not state a claim upon which relief 
can be granted. Particularly, appellee points out that the petition does 
not contain an averment of likelihood of confusion, mistake, or deception 
of purchasers or any other facts which if proved would create a presump- 
tion of damage. In response to this motion, appellant asked for an oral 
hearing on the motion and cross-moved for permission to file an amended 
pleading in the event that appellee’s motion to dismiss was granted. 
The amended pleading would include the following additional statement: 


18A. Under the provisions of Rule 13 of the Federal Rules of 
Civil Procedure, and solely for the purposes of this pleading, the 
applicant-petitioner alleges that the parties to this proceeding are 
presently engaged in competitive business with each other, and both 
of the parties are now selling goods of the same descriptive properties 
in the same area or territory. Therefore, assuming only for the pur- 
poses of this pleading, and the applicant-petitioner does hereby so 
assume and allege, the truth of the facts set forth and alleged by 
the opposer-respondent in its notice of opposition, as recited in para- 
graphs 17 and 18 hereof, particularly the opposer-respondent’s allega- 
tions that the goods of the parties are of the same descriptive properties, 
and the two marks are confusingly similar,—it follows therefrom that 
there is likelihood of confusion, and under the provisions of F.R.C.P. 
13, the applicant-petitioner so alleges, which already has damaged the 
applicant-petitioner and which will result in further damage to the 
applicant-petitioner and its business aforesaid. 


Appellee was opposed to an oral hearing. 


The board made no formal ruling on appellants’ request for leave to 
amend its pleading, granted appellee’s motion, and dismissed appellant’s 
counterclaim, stating, 120 USPQ at 504 (50 TMR 85): 


In order to state a claim upon which relief may be granted in a 
petition to cancel, it must be alleged that the registration is incon- 
sistent with an equal or superior right of the petitioner in the same 
or a similar mark. See: The Englander Company, Inc. v. Contour 
Chair-Lounge Co., Inc. and cases cited therein, 120 USPQ 233 (50 
TMR 277) (TT&A Bd., 1959). Applicant has not asserted that it 
possesses rights in its mark which antedate or are otherwise superior 
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to opposer’s rights in its mark. It thus appears that the counterclaim 
does not set forth any facts which if proved would support an in- 
ference of damage to applicant. 


With regard to the request for an oral hearing, the board stated in a foot- 
note to its opinion, 120 USPQ at 504 (50 TMR 85): 


? Applicant has requested a hearing on the motion. It is the gen- 
eral practice not to hold a hearing on interlocutory motions and an 
exception thereto appears unwarranted in the present instance. Appli- 
cant’s request for such a hearing is denied. 


In effect then, appellee has filed a demurrer to appellant’s petition for 
cancellation and the board has dismissed said petition without an oral 
hearing. The relief requested of this court is that the decision of the 
board be reversed or, in the alternative, that the case be remanded to the 
board with instructions to vacate its dismissal order and set down the 
demurrer for oral argument. 

Even though the board did not explicitly grant applicant-appellant’s 
motion to amend its counterclaim, undoubtedly the board included the 
amendment in its consideration of the case in that it stated, 120 USPQ 
at 503-504 (50 TMR 85) : 


Applicant has counterclaimed for cancelation of opposer’s pleaded 
registration. As grounds for cancelation it is alleged in the pleading 
that applicant has been using the mark DEBBIE HALL since on or about 
January 22, 1958 for girls’ coats, suits, dresses, skirts and the like; 
that on February 17, 1958 applicant filed an application to. register 
DEBBIE HALL and said mark was published for opposition on November 
4, 1958; that opposer filed a notice of opposition thereto relying upon 
the registration sought to be canceled; that for the purpose of this 
pleading the marks DEBBIE HALL and DEBBY ROSE as applied to the 
goods of the parties are likely to cause confusion in trade; that opposer 
was not the first to adopt and use either of the words DEBBY or ROSE 
and/or a combination thereof for goods of the character sold by the 
parties herein; and that opposer’s registration was improperly granted 
because opposer has used it merely as a grade mark, and the specimens 
submitted by opposer in its application for registration disclose use 
of DEBBY ROSE only as a part of a composite mark. 


Although the amendment contains allegations which are inconsistent 
with some of the original allegations of the counterclaim, this procedure 
is sanctioned by the Trademark Rules of Practice.! Furthermore, we be- 
lieve that appellant’s motion to amend should have been granted. There- 
fore, for the purpose of ascertaining the correctness of the board’s action 


concerning appellee’s motion to dismiss appellant’s counterclaim, which is 


all that is before this court at this time, we must determine if the allega- 





1. Trademark Rules of Practice, Rule 2.117; Federal Rules of Civil Procedure, 
Rule 8(e) (2). 
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tions of the counterclaim as amended are sufficient if proven to warrant 
cancellation of appellee’s registration. 

We believe the necessary allegations have been made. Appellant has 
alleged that it has been using DEBBIE HALL on its goods; that DEBBIE HALL 
and DEBBY ROSE as applied to the goods of the parties are likely to cause 
confusion in trade; that opposer-appellee’s registration was improperly 
granted ; that DEBBY ROSE in reality is only part of a composite mark as 
used by appellee. In other words, appellant is saying that since the two 
marks are likely to cause confusion in the trade and since appellant has 
registration rights which are superior to those of appellee, because appellee 
has no registration rights at all (see Minnesota Mining & Mfg. Co. v. 
Minnesota Linseed Oil Paint Co., etc., 43 CCPA 746, 229 F.2d 448, 108 
USPQ 314) (46 TMR 470), it is damaged by appellee’s registration. This 
court stated in Price Vacuum Stores, Inc. v. Admiral Corp., 42 CCPA 
976, 223 F.2d 269, 106 USPQ 172, 173-175 (45 TMR 1234) : 

In summary, the cited portions of the foregoing cases stand for 
the above stated rule that a petition for cancellation of registration of 

a trademark must allege facts upon which injury to the petitioner 

is predicated. It is also quite obvious from the cases that, before there 

can be a showing of injury, there must be an allegation that there 
will likely be confusion in the trade as a result of the use of the marks 
on the respective goods of the parties, or as stated by the Examiner- 
in-Chief, ‘The petitioner herein can have no proper interest in the 


question of respondent’s right to registration in the cancellation 
proceedings unless the goods of the party and those specified in the 
registration under attack are such that their sale under the notation 
in controversy would be likely to cause confusion in the trade.” 

* * . 


It is our view that any positive allegation is sufficient which states in 
substance that the sale of the goods by the respective parties under 
the mark in question would be likely to cause confusion in the trade. 
It would certainly seem that a recital of this nature would be suffi- 
cient to set forth the “damage” contemplated by the statute which 
would entitle one to bring a cancellation proceeding. 


In view of the foregoing, we believe that the motion of appellee to 
dismiss the counterclaim of appellant should not have been granted. There- 
fore the decision of the board in this connection is reversed. However, since 
it is not within our province to determine whether parties are entitled to 
oral hearings before the Patent Office tribunals, we shall not decide the 
correctness of the board’s refusal to grant an oral hearing of this motion 
as requested by appellant. 
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SPERRY RAND CORPORATION v. THE MICROCARD CORPORATION 
Trademark Trial and Appeal Board — January 10, 1961 — 128 USPQ 128 


300.23e—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
PLEADING AND PRACTICE—MOTIONS 
Applicant seeks registration of MICROCARD with design for goods the same as 
those identified in its prior registration of the same word mark. An opposer cannot 
be damaged by the second (proposed) registration so long as applicant’s prior 
registration remains on the register. Applicant’s motion for summary judgment 


granted; opposition dismissed. 


Opposition proceeding No. 40,349 by Sperry Rand Corporation v. The 
Microcard Corporation, application Serial No. 91,416. Applicant moves 
for summary judgment. Motion granted; opposition dismissed. 


Alice V. Kenney and E. J. Light, both of New York, N.Y., for Sperry Rand 
Corporation. 

Bair, Freeman & Molinare, of Chicago, Illinois, for The Microcard Cor- 
poration. 


Before LEACH, WALDSTREICHER, and LEFKOWITZ, Members. 

LEacH, Member. 

The Microcard Corporation has filed an application to register MICRO- 
CARD and certain merely ancillary design matter for readers of micro- 
photographical publications. 

In its application, applicant sets forth its ownership of Registration 
No. 666,588! of mMicRocaRp for viewing enlargers for use with publications 
on which printing, pictures, legends, and the like are produced in reduced 
size, and of Registration No. 534,191? disclosing the same mark for publi- 
eations in card form on which ecards printing, pictures, legends and the 
like are produced in reduced size by printing, photographing or otherwise. 
The latter registration has become incontestable under the terms of Section 
15 of the Trademark Act of 1946. 

Registration has been opposed by Sperry Rand Corporation, which 
alleges that applicant’s mark so resembles the mark MICRODEX, previously 
used and registered by opposer for cards and sheets used for purposes 
of indexing, authenticating and the control of records on film,’ as to be 
likely, when applied to the goods recited in the application in question, 
to cause confusion in trade. 

Applicant has moved for summary judgment, in effect asserting as 
grounds therefor that opposer cannot as a “matter of law” be damaged 
by the issuance to applicant of a registration of mIcRocARD for readers of 
microphotographical publications in view of applicant’s ownership of the 
two registrations of the same mark hereinbefore referred to. 








1. Issued Sept. 2, 1958. 
D, 


2. Issued Dec. 
eant on Feb. 13, 1956. 
3. Reg. No. 649,336, issued July 30, 1957. 


1950. The affidavit provided for by Sec. 15 was filed by appli 
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Applicant’s incontestable Registration No. 534,191 of micRrocarpD ad- 
mittedly covers goods different from those of the instant application, and, 
in the absence of any evidence bearing thereon, it cannot now be ascertained 
that the nature of these goods is such as to preclude a finding of damage 
to opposer. ef. Morgan Packing Company, Inc. v. The American Beauty 
Macaroni Co., 119 USPQ 266 (49 TMR 235) (TT&A Bd., 1958). 

On the other hand, applicant’s Registration No. 666,588 of mMIcROcCARD 
obviously comprehends goods of the identical character recited in the 
application here involved, and under this circumstance, it is not perceived 
how opposer could be damaged by a registration on this application so 
long as applicant’s registration of the same mark for the same goods 
remains on the register. ef. Eastern Metals Research Co. Inc. v. Hunter 
Spring Company (American Machine and Metals, Inc., assignee, substi- 
tuted), 119 USPQ 448 (49 TMR 661) (TT&A Bd., 1958); and L. Sonne- 
born Sons, Inc. v. The Pure Oil Company, 115 USPQ 31 (48 TMR 223) 
(Comr., 1957). 


DECISION 


The motion is granted; and the opposition is dismissed. 


. 
j 
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PLANTERS NUT & CHOCOLATE COMPANY v. CROWN NUT COMPANY, INC. 
Trademark Trial and Appeal Board — February 13, 1961 —128 USPQ 345 


200.57—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER 
PARTES)—DESCRIPTIVE AND GENERIC MARKS 
200.73—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER 
PARTES) SYMBOLS 
100.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
Representation of humanized peanut (Applicant) for nuts. 
Representation of humanized peanut (Opposer for nuts and other food 
products. 
Opposition dismissed. Since a representation of a peanut is descriptive of 
peanuts and peanut products, 


opposer’s specific re 


peanut will not preclude use and registration of similar marks to others. The two 


presentation of a humanized 
marks in issue are distinctly different 


Opposition proceeding No. 37,911 by Planters Nut & Chocolate Com- 
pany v. Crown Nut Company, Inc., application, Serial No. 5,979, filed April 
9, 1956. Opposition dismissed. 

Mason, Fenwick & Lawrence. of Washington, D.C., for Planters Nut & 

Chocolate Company. 

Robert K. Youtie, of Philadelphia, Pennsylvania, for Crown Nut Company, 

Ine. 

Before LEAcH, LEFKOWITzZ, and SHRyocK, Members. 
LEFKOWITZ, Member. 
Crown Nut Company, Ine. is seeking to register as a trademark for 


nuts, shelled and unshelled, and salted and unsalted, the following: 


Use since February 17, 1953 is asserted. 

Registration has been opposed by Planters Nut & Chocolate Company, 
owner of a number of registrations for substantially similar representations 
of a humanized peanut wearing a monocle, a top hat, and a cane, one of 
which is reproduced below; and of a registration for the same figure 
wearing Spanish accessories for peanuts, products derived from or made 
with peanuts, potato chips, candied and buttered pop corn, and doughnuts.’ 





a Reg. No. 121,818, issued May 28, 1918; twice renewed; Reg. No. 508,052, issued 
Mar. 29, 1949; Reg. No. 538,882, issued Mar. 6, 1951; and Reg. No. 553,895, issued 
Jan, 22, 1952. 
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Each party has filed a stipulation of facts in lieu of testimony. 

According to its stipulated record, opposer has, for many years, been 
engaged in the manufacture of nuts, nut confections, and nut products, 
including shelled and unshelled peanuts, salted peanuts, peanut candy, 
peanut butter, and peanut oil; and has continuously, since 1916, used and 
displayed a representation of a humanized peanut, as illustrated above, 
in connection with the sale and advertising of such products throughout 
the United States. Opposer’s sales of peanuts and peanut products in 
containers prominently displaying this representation since 1916 have 
exceeded three hundred and fifty million dollars. During the past ten 
years, opposer has expended a sum in excess of ten million dollars in 
advertising its various products featuring its design of a humanized peanut 
in magazines, newspapers, trade publications, on radio and television pro 
grams, sign boards, bill boards, store fronts, and point-of-sale display 
material. 

Applicant and its predecessor have continuously, since February, 1953, 
used the mark for which it seeks registration in connection with the sale 
of nuts. 

The only question for determination herein is that of likelihood of 
confusion. 

There can be no question but that opposer has, for a long period 
of years prior to the adoption and use of applicant’s mark, extensively 
featured and conspicuously displayed its design of a humanized peanut 
in the sale and advertising of its peanuts and peanut products; and that, 
by reason thereof, said design has become well known in the trade and 
to the general public as an indication of origin for opposer’s products 
Considering, however, that a representation of a peanut is obviously de- 
scriptive of peanuts and products derived from peanuts, whatever good- 
will attaches to opposer’s mark must necessarily lie in its particular 
design rather than in a representation of a peanut, per se. Opposer may 
not, therefore, by its prior adoption and use of a design of a humanized 


peanut, preclude the subsequent adoption and registration by applicant 


and others engaged in the sale of nuts and nut products of marks con- 
sisting of or comprising fanciful or grotesque representations of peanuts 
if such marks differ sufficiently from that of opposer as to avoid any 
likelihood of confusion in trade. See: Reddy Kilowatt, Inc. v. Mid-Carolina 
Electric Cooperative, Inc., et al., 112 USPQ 194 (47 TMR 241) (CA 4, 


SN et ee wee 
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1957) ; Judson Dunaway Corporation v. The Hygienic Products Company ; 
The Hygienic Products Company v. Judson Dunaway Corporation, 84 
USPQ 31 (40 TMR 113) (CA 1, 1949); Jantzen Knitting Mills v. West 
Coast Knitting Mills, 8 USPQ 40 (21 TMR 97) (CCPA, 1931); and 
Harad et al., doing business as Industrial Engineering Associates v. Sears, 
Roebuck and Company, 97 USPQ 93 (438 TMR 717) (CA 7, 1953). 

It seems clear from the above illustrations that the marks of the 
parties are distinctly different in every material respect, and that pur- 
chasers would not be likely to attribute products sold thereunder to a 


single source. 


DECISION 


The opposition is dismissed. 
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IN RE THE AUTO-SOLER COMPANY 
Trademark Trial and Appeal Board — February 13, 1961 —128 USPQ 351 


200.11—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE) 
IN GENERAL 
200.36a—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE) 
TRADEMARK USE—IN GENERAL 
750.1.—OWNERSHIP OF TRADEMARK RIGHTS—IN GENERAL 
LUCKY 7 CLUB, used on cards which identify a promotional scheme, is not a 
trademark for such goods even though applicant (manufacturer of shoe repairing 
machinery) sells such cards to his customers (shoe repair shops) who in turn dis 


tribute them to their customers. 


Application for trademark registration by The Auto-Soler Company, 
Serial No. 63,920 filed December 9, 1958. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 

Parrott & Richards, of Charlotte, North Carolina, for applicant 
Before WALDSTREICHER, LEFKOWITZ, and Suryock, Members. 

WALDSTREICHER, Member. 

An application has been filed to register LUCKY 7 CLUB for indicia 
cards for use in shoe repair shops to evidence group sale of shoe repair 
services. Use since October 18, 1948 is asserted. 


Registration has been refused on the ground that the subject matter 


of the application does not constitute a trademark for the indicia cards. 


Applicant has appealed. 

It appears that applicant is engaged in the manufacture and sale of 
shoe repairing machinery and when applicant sells heel repairing equip- 
ment, a supply of cards bearing the designation LUCKY 7 CLUB is given to 
the purchaser, an operator of a shoe repair shop. This card, which bears 
the name of the shop, is distributed to the customers thereof who then are 
entitled to one pair of new heels free when a total of six pairs have been 
obtained at regular prices. In connection with the distribution of these 
eards, the shoe repair shop operator displays signs stating “Ask about our 
LUCKY 7 CLUB”. 

Applicant has, since 1952, distributed in excess of 1,700,000 indicia 
cards to purchasers of its equipment. These cards are, in fact, purchased 
by the shoe repair shop operator after the initial free distribution thereof. 

It seems obvious that the intention of the LUCKY 7 CLUB promotional 
device is to encourage repeat business for the shoe repair shop and, in- 
directly, it constitutes a means of promoting the sale of applicant’s shoe 
repairing equipment to the shoe repair shop operator. 

While the indicia cards are distributed to and purchased by shoe repair 
shop operators, the cards are intended for use by the customers. The 
designation LUCKY 7 CLUB as it appears on the cards merely forms an 
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integral part of the goods in that it is directed to the card holder. As so 
used, and considering the conjunctive utilization of display signs stating 
“Ask about our LUCKY 7 CLUB,” it appears that the designation is not in- 
tended to identify the origin of the card with applicant but to indicate 
participation in the promotional scheme. The fact that applicant sells the 
ecards and the cards bear the designation which is the subject matter of 
the application does not, ipso facto, make that designation a trademark for 
those goods. The statute is not an act to register words, names, symbols, 
devices or combinations thereof but to register trademarks. Thus, before 
words, names, ete., can be registered there must be a trademark. A trade- 
mark identifies the goods of one person and distinguishes them from those 
manufactured or sold by others and unless the words, name, etc., have 
been so used, they cannot qualify for registration. Here, applicant is not 
using LUCKY 7 CLUB to identify its goods and distinguish them from those 
manufactured or sold by others. Applicant has submitted a single pur- 
chase order for 500 LUCKY 7 cLUB ecards. This one instance is wholly 
insufficient to show that the trade generally regards LUCKY 7 CLUB as a 


trademark for cards sold by applicant. 


DECISION 
The refusal of registration is affirmed. 
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PRINCE DOG AND CAT FOOD COMPANY, doing business as SAN 
ANTONIO CANNING CO. v. CENTRAL NEBRASKA PACKING CO. 


Trademark Trial and Appeal Board — February 17, 1961 —128 USPQ 405 


200.56—REGISTRABILITY—INTER PARTES—CONFUSINGLY SIMILAR MARKS 
PRINCE for dog and cat food is confusingly similar to CROWN PRINCE for dog 
and eat food, if used contemporaneously in the same trading areas. 
5d5—REGISTRABILITY—INTER PARTES—CONCURRENT REGISTRATION 
Since respondent adopted and used first PRINCE and then CROWN PRINCE with 
out knowledge of petitioner’s prior use of PRINCE and now has a valuable good will 
in a trading area separate and distinct from petitioner’s area, respondent’s regis 
tration will not be canceled but will be restricted to states where respondent has 
shown actual use. 
33d—REGISTRATION PROCEDURE—INTER PARTES—CANCELLATION 
EVIDENCE 
Testimony based entirely on hearsay is incompetent as proof of sales under the 
mark, 
.soc—REGISTRATION PROCEDURE—INTER PARTES—CANCELLATION 
DEFENSES 
Where differences in marks and/or goods are such that likelihood of confusion 


grounds for resolving 


4 


is reasonably debatable, laches, if established, may well be 


doubts in favor of respondent. 


Cancellation proceeding No. 7,184 by Prince Dog and Cat Food Com- 
pany, doing business as San Antonio Canning Co. v. Central Nebraska 
Packing Co., Registration No. 627,506 issued May 22, 1956. Petition dis- 
missed, but registration restricted. 


William G. MacKay, of San Franciseo, California, for Prince Dog and 
Cat Food Company. 

Harris, Kiech, Russell & Kern, of Los Angeles, California, for Central 
Nebraska Packing Co. 

Before LEACH, WALDSTREICHER, and SHRyYocK, Members. 


LeacH, Member. 

Prince Dog and Cat Food Company has petitioned to cancel the reg 
istration of CROWN PRINCE in association with a representation of a dog 
‘for dog and eat food,’ owned by Central Nebraska Packing Co. 

As grounds for cancellation, petitioner alleges that respondent’s mark 
so resembles the mark PRINCE, previously adopted and used by petitioner 
for dog and cat food, as to be likely to cause confusion in trade. 

Respondent has denied the allegations of the petition respecting peti- 
tioner’s prior use and likelihood of confusion between the respective marks, 
and has affirmatively alleged that petitioner, by reason of laches, is in any 


event estopped to maintain its asserted cause of action. Respondent fur- 
ther urges that should it hereinafter be found that petitioner is the prior 


user, that there is a likelihood of confusion between the marks, and its 
defense of laches is not sustained, that its registration be appropriately 





1. Reg. No. 627,506, issued May 22, 1956 from an application filed July 21, 1955. 
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restricted, rather than canceled, in accordance with Section 18 of the 
Trademark Act. 

Petitioner’s record shows that it has, through a predecessor in busi- 
ness, used the mark PRINCE since 1937 in connection with the sale of cat 
and dog foods throughout the State of Texas, and that, at some indefinite 
time in the 1950’s it commenced selling its goods in the State of Louisiana. 
Sales of petitioner’s cat and dog foods appear to have been substantial, 
particularly in the State of Texas, and its goods have been advertised 
in its limited trading area through such media as radio, television, news- 
papers, and point-of-sale advertising displays. 

There is also testimony that petitioner’s PRINCE products are and have 
been, since 1953, sold in the States of New Mexico and Oklahoma, but this 
testimony is based entirely on hearsay, and hence is incompetent as proof 
of any sales under the mark in these two states. 

Respondent is engaged, among other things, in the manutacture and 
sale of dog and cat foods of various kinds. In June, 1952, respondent 
independently, and without any knowledge of petitioner’s use thereof, 
adopted the mark PRINCE for use in connection with the sale of its goods, 
which were then being marketed through a related company only in the 
State of California. In 1953, respondent began expanding the trading 
area for its PRINCE cat and dog food products, and by June, 1955, sales 
thereof were being made in the additional States of Colorado, Idaho, 
Illinois, lowa, Kansas, Nebraska, Nevada, New York, Oregon, Utah, South 
Dakota, Missouri, Arizona, Wyoming, and New Mexico. 

In November, 1954, respondent received a notice of trademark in- 
fringement from a manufacturer of PRINCE brand alimentary food prod- 
ucts, and in June, 1955, as a result of negotiations between the parties, 
changed its mark from PRINCE to CROWN PRINCE. Following this change- 
over, respondent continued to expand the trading area for its cat and 
dog food products which now includes, in addition to those hereinabove 
referred to, the States of Montana, Virginia, Massachusetts, Minnesota, 
Florida, Pennsylvania, and Connecticut. 

Respondent’s sales of its dog and cat food products have steadily 
increased in value from approximately $50,000 in 1952 under the mark 
PRINCE to more than $450,000 in 1959 under the mark CROWN PRINCE; its 
combined sales under these marks have amounted in value to more than 
$2,400,000; and its goods have been extensively advertised under first one 
and then the other of its marks by both respondent and retailers thereof 
through the media of radio, television, newspapers, point-of-sale adver- 
tising displays, and the like. 

The record further shows that although petitioner first became aware 
of respondent’s use of CROWN PRINCE shortly after respondent’s adoption 
thereof in 1955, it raised no objection or took any action with respect 
thereto at any time prior to the bringing of this proceeding on October 6, 
1958. during which time respondent continued to expand its trading area 
and to build up its investment in the mark. 
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With regard to respondent’s asserted defense of laches, it is recog- 
nized that where there are differences between marks and/or the goods 
involved in a cancelation proceeding, and the differences are such that 
the question of likelihood of confusion is reasonably debatable, laches, if 
established, may well be grounds for resolving any doubts in that regard 
in favor of the respondent and refusing relief to the petitioner in any 
form. Willson (Grafo Colloids Corporation, Joined) v. Graphol Products 
Co., Inc., 89 USPQ 382 (41 TMR 591) (CCPA, 1951); The Lightnin 
Chemical Company (The Buckeye Soda Company, assignee, substituted) 
v. Royal Home Products, Inc., 94 USPQ 178 (42 TMR 743) (CCPA, 1952) ; 
and Hylo Company, Incorporated v. Jean Patou, Inc., 103 USPQ 52 (44 
TMR 1428) (CCPA, 1954). In the present case, however, the identity 
between Petitioner’s mark and the terminal portion of respondent’s mark 
is clearly deemed to be such that if the marks were to be contemporaneously 
used in the same trading areas for the specified goods confusion of pur- 
chases would be quite likely, if not inevitable. Under these circumstances, 
and considering that respondent’s registration constitutes prima facie evi- 
dence of respondent’s right to the exclusive use of its mark throughout 
the entire United States, it is held that petitioner, although manifestly 
guilty of laches, is not estopped from asserting that it would be damaged 
by the registration, at least insofar as it contains no territorial limitations. 
cf. Menendez et al. v. Holt et al., 128 U.S. 514 (1888) ; McLean v. Fleming, 
96 U.S. 245 (1878) ; Browne-Vintners Co., Inc., et al. v. National Distillers 
and Chemical Corporation, 114 USPQ 483 (48 TMR 28) (DC NY. 1957) ; 
and The Erie Brewing Company v. Koller Brewing Company, Inc., 100 
USPQ 70 (44 TMR 548) (Comr., 1953). 

On the other hand, considering that respondent adopted and used 
first PRINCE and later CROWN PRINCE without any knowledge of petitioner’s 
prior use of PRINCE, and that respondent in its trading area, which is 
separate and distinct from that of petitioner, obviously possesses a very 
valuable good will symbolized by its mark cROWN PRINCE, it is concluded 
that the interests of justice would best be served herein not by canceling 
but by restricting respondent’s registration so that it will cover only 
those states in which the record shows it has actually used the mark. See: 
The Frontier Refining Company v. Frontier Oil Refining Corporation 
(Ashland Oil & Refining Company, assignee, substituted) ; Ashland Oil & 
Refining Company v. The Frontier Refining Company, 118 USPQ 176 
(48 TMR 1497) (Comr., 1958); and Ex parte Chadbourn Hosiery Mills, 
Incorporated, 107 USPQ 12 (45 TMR 1386) (Comr., 1955). 


DECISION 


The petition is dismissed; and respondent’s Registration No. 627,507 
will in due course be restricted to the States of California, Colorado, Idaho, 
Illinois. Iowa, Kansas, Nebraska, Nevada, New York, Oregon, Utah, South 
Dakota. Missouri, Arizona, Wyoming, New Mexico, Montana, Virginia, 
Massachusetts. Minnesota, Florida, Pennsylvania, and Connecticut. 
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REXALL DRUG COMPANY v. MANHATTAN DRUG COMPANY 
Appl. No. 6592 -— CCPA —Dec. 8, 1960-— 128 USPQ 114 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
ASMA-KETs (Applicant) for bronchial asthma tablets. 


ASMATAB (Opposer) for bronchial asthma tablets. 


Applicant appeals from decision sustaining opposition. Reversed. 
With one dissent, court, reversing Board, holds that the marks when shown 
in their entireties and the dissimilarities are noted, are not likely to be 
confused. ASMATAB merely suggests the generic name of the goods, when 
spelled phonetically in association with an abbreviation for tablet while 
in ASMA-KETs the KETs portion is arbitrary and KETs and TAB neither sound 
alike, have the same appearance, nor have the same meaning and there is 
no likelihood of confusion when appellant applies its trademark to its goods. 

Case below reported at 49 TMR 1009. 


HOUSE OF WORSTED-TEX, INC. v. THE ENRO SHIRT COMPANY, INC. 
Appl. No. 6612 — CCPA — Dec. 8, 1960 — 128 USPQ 122 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


IVYCASUAL (Applicant) for men’s shirts and pajamas. 


IVY LEAGUE MODEL with design and Ivy LEAGUE (Opposer) for men’s apparel 
(coats, trousers, etc.) not including shirts and pajamas. 


Decision of Commissioner dismissing opposition is affirmed. Court 


considers the primary meaning of “Ivy League” in holding no likelihood 


of confusion. 
Case below reported at 49 TMR 1017. 
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E. L. BRUCE COMPANY v. AMERICAN TERMICIDE COMPANY, INC. 
Appi. No. 6604 —CCPA— Dec. 8, 1960 — 128 USPQ 34] 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
TERMICIDE (Applicant/Registrant) for exterminating services and a wood 
preservative. 
TERMINIX (Opposer/Petitioner) for termite control services and insecticides 
Opposition and petition to cancel dismissed. The suggestive nature of 
the prefix “TERMI” and the differences between “cIDE” and “NIx”’ indicate 


that confusion is unlikely. 
Case below reported at 49 TMR 783. 


JOHNSON & JOHNSON v. PHOTO CHEMICAL PRODUCTS, INC. 
Tm. Bd. — Jan. 10, 1961 — 128 USPQ 129 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
400.4—CONFUSING SIMILARITY—CLASS OF GOODS 

PERMA-RESIN with design (Applicant) for thermo-setting spray paints. 
PERMACEL (Opposer) for, among other goods, epoxy resins for priming 


coatings. 


Opposition dismissed. Notwithstanding that the goods might be sup- 
posed to emanate from a single source, the similarities between the marks 


are not sufficient to render confusion likely. 


THE CREAMETTE COMPANY v. PORTER-SCARPELLI MACARONI CO. 


Tm. Bd. — Jan. 10, 1961 —128 USPQ 130 
200.72—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—SUGGESTIVE MARKS 
Notwithstanding an admission by applicant that FRIL-LETs is descrip- 
tive of its product (frilled egg noodles), mark is held merely suggestive. 
300.23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION- 
PLEADING AND PRACTICE—EVIDENCE 
In order to rely upon “family of marks” argument, opposer must 


prove its trade practices (from which the acquisition of a “family of 
marks” ean be inferred) or that there is trade or public recognition of 


opposer’s marks as a family. Neither ownership of registrations disclosing 


marks having a common feature nor mere use of such marks, per se, estab- 
lishes a “family of marks”. 
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400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
FRIL-LETS (Applicant) for alimentary paste products. 
CREAMETTE, CREAMETTES, SAL-ETS, JUNIORETTES, KIDETTES, TOTETTES, ETTES 


and LA GRISETTE (Opposer) for alimentary paste products. 


Opposition dismissed. Applicant’s use antedating each of opposer’s 
marks except CREAMETTE, CREAMETTES and LA GRISETTE, and noting the long 
period of concurrent use of the respective marks without confusion, Board 
holds confusion not likely. 


RADIANT MANUFACTURING CORP. v. DA-LITE SCREEN COMPANY, INC. 
Tm. Bd. —Jan. 10, 1961 — 128 USPQ 132 
300.23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 


PLEADING AND PRACTICE—EVIDENCE 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


VIDIOMASTER (Applicant) for portable picture screens. 


SCREENMASTER, COLORMASTER, FILM-MASTER, WALLMASTER and PICTUREMASTER 
(Opposer) for portable projection screens. 


Opposition sustained. Notwithstanding opposer’s failure to prove a 
basis upon which to argue the “family of marks” theory, Board finds that 
the similarities between applicant’s mark and each of opposer’s marks are 
such as to render confusion likely. 


ALLIED STORES CORPORATION v. QUICK MANUFACTURING, 
INCORPORATED 


Tm. Bd. — Jan. 11, 1961 — 128 USPQ 134 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 
AMBASSADOR with crown design (Applicant) for lawn mowers. 


AMBASSADOR (Opposer) for air conditioners, vacuum cleaners, television and 
radio receiving sets, refrigerators and home freezers, washing machines, 
laundry drying machines and laundry ironing machines. 


Opposition sustained. Purchasers would assume that applicant’s lawn 
mowers were part of opposer’s line of household appliances and equipment. 
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DICTOGRAPH PRODUCTS COMPANY, INC. v. PHILLIPS-BROOKS 
ATLANTA COMPANY 


Tm. Bd. — Jan. 13, 1961 —128 USPQ 135 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 
ACOUSTIPHONIC (Applicant) for telephone booths. 


ACOUSTICON (Opposer) for hearing aids. 


Opposition dismissed. The goods are completely different as to char- 


acter, use and function. 


ROCK OF AGES CORPORATION v. HUDAK BROS., MONUMENT WORKS 
Tm. Bd. —Feb. 13, 1961 — 128 USPQ 346 


300.21—REGISTRATION PROCEDUDE (INTER PARTES)—OPPOSITION— 
IN GENERAL 


That applicant may have competed unfairly with opposer is not ma- 
terial to the question to be determined in an opposition proceeding. 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


CALVARY MEMORIAL displayed within a circle (Applicant) for memorial and 
ornamental stone. 

ROCK OF AGES displayed within a circle (Opposer) for granite monuments, 
memorials and other goods. 


Opposition dismissed. Opposer having failed to establish secondary 
meaning in circular design, per se, literal elements of both marks are 


compared. No confusion likely. 


IN RE THE BABCOCK & WILCOX COMPANY 


Tm. Bd. — Feb. 13, 1961 —128 USPQ 348 
200.17—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
DESCRIPTIVE AND GENERIC MARKS 
JET IGNITION is merely descriptive of stokers incorporating jets to 


ignite the fuel. 
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INTERNATIONAL TELEPHONE AND TELEGRAPH CORPORATION v. 
INTERNATIONAL ELECTRIC COMPANY 


Tm. Bd. — Feb. 13, 1961 — 128 USPQ 349 


300.21—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 

IN GENERAL 
300.23a—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 

PLEADING AND PRACTICE—NOTICE 

An opposition may succeed on the basis of trade name use only but 

in such a case opposer must establish (1) use of the trade name in con- 
junction with goods identical or related to those of the applicant, and 
(2) the sale of such goods at or about the time the opposition was filed 
and from a time prior to applicant’s first use of the mark in issue. 


CRADDOCK-TERRY SHOE CORPORATION v. BEST BRANDS 
MERCHANDISING SERVICE, INC. 


Tm. Bd. —Feb. 13, 1961 — 128 USPQ 352 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
400.4—CONFUSING SIMILARITY—CLASS OF GOODS 
FAMILY LANE (Applicant) for wearing apparel. 


FASHION LANE (Opposer) for shoes. 


Opposition dismissed. Even though the goods involved (shoes and 
clothing) are closely related, the marks are sufficiently dissimilar to obviate 


any likelihood of confusion. 


IN RE EUGENE DIETZGEN CO. 
Tm. Bd. — Feb. 13, 1961 —128 USPQ 353 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 

MICRO-FAX (Applicant) for photographie equipment and related goods. 

MICRO-FILE (Registration) for photographic equipment and related goods. 
Refusal to register overruled. Considering the descriptive connotation 


of the word “micro”, the two marks, in their entireties, are sufficiently 


different. 








